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*84 Introduction

In Reno v. ACLU, Supreme Court Justice John Paul Stevens famously heralded the unprecedented “vast democratic forums
of the Internet,”" where “any person . . . can become a town crier with a voice that resonates farther than it could from any
soapbox.” The same technologies that allow realization of a free speech advocate’s fondest dream, however, can herald a
copyright holder’s worst nightmare. The ability to quickly create and disseminate high-quality digital copies of expression on
the Internet has raised cries of alarm by rights holders. In response, Congress has crafted powerful new legal tools to combat
online infringement in the 1998 Digital Millennium Copyright Act (DMCA).* Unfortunately, these tools, as well as the more
traditional ones available to copyright owners, have been used online not only to combat piracy, but also to stifle criticism,
thus chilling the important emerging democratic forums celebrated by Stevens.

Already, a number of cases have arisen involving corporate, religious, and other organizations that claim copyright in leaked
or intercepted internal documents to avoid their public disclosure online.* For example, in late 2003, in an attempt to curb
growing criticism of electronic voting security, software vendor Diebold used copyright law to try to prevent web publication
of thousands of internal e-mails, leaked or intercepted from the company, which detailed security lapses and failure to
comply with state certification procedures.’ Cases like this are likely to increase in incidence in the future. They present an
even greater challenge to copyright law than the much-maligned online file sharing infringement lawsuits® because they
involve efforts to vindicate privacy or economic interests that are not vested in the marketability of the copied works
themselves and thus fall outside the traditional utilitarian structure of United States copyright law.

*85 These cases clearly also raise important First Amendment issues, as copyright is wielded as a sword rather than as a
shield, to silence speakers who are engaged in criticism rather than in economic piracy, and against whom the owner often
could not sustain an unlawful interception, misappropriation of trade secrets, or invasion of privacy claim. Criticism and
critical dissemination of information, rather than more traditional, commercially motivated copyright infringement and
unlawful acts of acquisition, are targeted.

Courts have been relatively hostile to outright balancing of free speech arguments against copyright claims, citing a trumping
“copyright exception’ to the First Amendment grounded both in the history of the two constitutional provisions and in the
important utilitarian incentive copyright provides for free expression.® Although the Supreme Court has hinted that a
reexamination of the copyright exception eventually may be necessary, it thus far has been tempered only by existing
judicially crafted doctrines that limit copyright, the most important of which has been fair use.” So far, however, for reasons
that I explore below, fair use has proved inadequate to protect the critical First Amendment interests at stake. In this piece, I
propose that another equitable limiting doctrine, misuse--recently introduced from patent into copyright law--be expanded as
a device to protect speech.



This piece is organized as follows: Part I presents the growing conflict between free speech and copyright protection. I begin
by examining the traditional rationale for copyright law. I then turn to the impact of new digital technologies on free speech
and on copyright and explain why these technologies are putting pressure on the supposed copyright exception to the First
Amendment. In Part II, I explore a class of recent cyberlaw cases where the tensions between copyright and free speech have
been revealed to be particularly acute, namely those where the public forums of the Internet are used to disseminate portions
of unpublished works for the purpose of non-commercial criticism or disclosure. I explain why existing free speech
safeguards embodied in the two major copyright-limiting doctrines, the idea or fact/expression dichotomy and fair use, so far
have proved inadequate to protect the free speech interests at stake in these cases. Part III examines the possible application
of another, more novel limiting doctrine, misuse, introduced from patent to copyright law, to this problem. I argue that
misuse’s equitable roots and emphasis on safeguarding the public policy rationale of intellectual property law make it
particularly appropriate for policing the boundaries of copyright law. While I acknowledge and address three possible
criticisms of the misuse doctrine I argue, in conclusion, that misuse offers an important new tool to protect digital speech.

*86 I. The Growing Conflict Between Copyright and Free Speech

As a result of the growth of cheap and effective reprography and distribution technologies, particularly the Internet, “the
information infrastructure has run headlong into intellectual property law.”"” Because the same information infrastructure
allows for important exercises of First Amendment rights, an increasing number of cases in the online context have pitted
copyright against free speech interests."

A. The Logic of Copyright

The United States Constitution authorizes Congress to grant authors a monopoly over their expression “for limited Times” in
order to “promote the Progress of Science and useful Arts.”"> By contrast to the copyright regimes of many European nations,
American law does not extend copyright protection as a moral right, that is, on the ground that a work of authorship is an
extension of its author’s personality.” Copyright law instead is a “utilitarian response to a public goods problem,” namely,
that it is cheaper to copy expression than to create it."* “By establishing a marketable right to the use of one’s expression,”
that is, by allowing the author to exclude unauthorized copiers, “copyright supplies the economic incentive to create and
disseminate ideas.”"

While the quid pro quo embedded in copyright law is distinct from that in patent law,' both assume a “bargain” between the
author (or inventor) and the public. *87 “The economic philosophy” of patent and copyright law alike, “is the conviction that
encouragement of individual effort by personal gain is the best way to advance public welfare through the talents of authors
and inventors.””” Public welfare here is presumed to be advanced by broad dissemination of works. In patent law, public
disclosure of an invention--via the patent application process--is a prerequisite to protection.” In the modern copyright
regime, publication is no longer a condition of protection, but according to the Supreme Court, remains its “desired
objective.”"”

In order to protect the very public interests that animate copyright law in the first place, protection is limited in scope: the
“creative activity of authors and inventors,”* not simply “every commercially valuable activity,”' is copyrightable. Although
neither the U.S. Copyright Office nor the courts will assess the creative merits of a work, “sweat of the brow” alone without
some element of originality is insufficient to earn copyright.”> According to the Supreme Court, appropriation by others of
uncopyrighted or uncopyrightable work “is neither unfair nor unfortunate. It is the means by which copyright advances the
progress of science and art.”” American copyright law thus does not protect against plagiarism per se,” nor does it guarantee
an author the moral rights enshrined in the Berne Convention, namely “the right to claim authorship of the work and to object
to any distortion, mutilation *88 or other modification of, or other derogatory action in relation to, the said work, which
would be prejudicial to his honor or reputation.””

The monopoly power of copyright is further restrained by judicially crafted limiting doctrines. The first major limiting
doctrine, the idea/expression dichotomy, which at times resembles a judicial test of copyrightability, holds that copyright in
expressive matter does not protect underlying ideas or facts contained in a copyrighted work of authorship.”* When the
underlying ideas or facts “merge” with the expression, that is, where there is only one or a very limited number of
expression(s) available, even the expressive matter will be denied protection.”” While the idea/expression dichotomy offers a
sort of threshold for copyright protection, it is invoked only as a defense against a finding of infringement rather than as a



freestanding claim of invalidity.”

A second limiting doctrine, fair use, offers an affirmative defense to copyright infringement where “rigid application of the
copyright statute . . . would stifle the very creativity which that law is designed to foster,”” or where an author’s consent to
“reasonable and customary” uses of copyrighted work may be implied.” In the first instance, the Supreme Court recently has
focused on whether the claimed fair use is “transformative,” that is, whether it “adds something new, with a further purpose
or different character, altering the first with new expression, meaning, or message.””' With regard to the question of
“reasonable and customary” uses, scholars have developed a “market failure” rationale for fair use, arguing that fair use is
permissible where the transactional costs associated with securing a license to use a work are prohibitive.”> Examples include
home users who “time shift” by taping *89 their favorite television programs using a video cassette recorder or a university
researcher who photocopies an academic article.”

Originally a judge-crafted equitable doctrine, fair use was codified by Congress in the 1976 Copyright Act, which enumerates
a four-factor test looking to: (1) the purpose and character of the use; (2) the character of the copied work; (3) the amount and
substantiality of the part of the work used in relation to the work as a whole; and (4) the effect of the use on the market(s) for
the work or on its value.** These factors were intended by Congress to be “illustrative and not limitative.”* Nonetheless,
courts have been reluctant to introduce new factors; instead, they have resized the four existing ones in Procrustean fashion to
fit the facts of individual cases. The four factors “are to be explored, and the results weighed together, in light of the purposes
of copyright.”*

B. The Difference Technology Makes.

Through the Internet, it has become “easy and cheap to reach a worldwide audience,”’ for expressive or informational
purposes, or some combination of the two. Small speakers, once barred from mainstream media by lack of money or
influence or because their message was unpopular, now have a global forum where a multitude of viewpoints can be heard
coming from vastly different voices.” Moreover, the Internet has broadened not only who may speak but also how they may
speak. Unlike traditional print or broadcast media, Internet interactivity and connectivity allow for rapid back-and-forth
exchange. Features such as frames, hypertext linking, message boards, and comment boxes facilitate and structurally mimic
dialogue. These and other technologies also allow for a conversation between texts, images, and sounds as well as between
people. Because page space, broadcast time, and other constraints of traditional media do not apply,” speakers can “show not
tell,” adding new layers to speech through intertextuality. For example, an entertainment reviewer might punctuate her review
with sound or video clips; a political critic might thread his commentary about a recent Supreme Court decision with *90
lengthy excerpts; or a journalist might make available a full-text copy of an important government report. Indeed, in many
cases, the simple act of indexing or otherwise making content available online, sometimes with little or no accompanying
text, can be understood as a statement by the compiler--take, for example, the ubiquitous “links” section on most websites or
some web logs, which catalogue stories of interest with little additional comment. Combining the Internet’s roles as opinion
forum and informational hub, access to common content fosters new forms of conversation and persuasion.

A problem arises, however, when the content an online speaker wishes to comment on is protected by copyright. The speaker
can choose not to use the copyrighted content, to seek permission from its author, or to use it without the author’s permission,
gambling that the unauthorized use will qualify as a fair use should she be sued for copyright infringement. The more critical
or controversial the comment, the more important the speaker may feel it is that her audience can actually view the content
for themselves. Yet this circumstance may be one in which the work’s author is unlikely to grant permission. The speaker
also may feel that providing the content to her audience is particularly necessary when it is not otherwise generally available
to the public. Again, however, the author may decline permission for precisely this reason. In fact, the author may be
unwilling to authorize use under any circumstances. In the offline context, the speaker might have the option of simply
sharing with others her copy of the copyrighted work without infringing copyright. In order to reach the much larger audience
online, however, the speaker likely will have to violate the author’s reproduction right by creating a digital copy. Further,
through the normal operations of the Internet, additional copies of the copyrighted content will be made as the website is
hosted and viewed. Indeed, some courts have held that even viewing a copyright-protected web document in an Internet
browser window constitutes infringement of the owner’s reproduction right because in the process a copy is stored in the
user’s Random Access Memory (RAM).*

To be fair, the same technologies that allow the speaker to bypass mainstream media outlets to reach an audience of millions
online enable large scale unauthorized copying intended to steal from rather than to criticize the author of copyrighted



content. Prior to the Internet, a counterfeiter “needed the same sort of production and distribution facilities that the copyright
owner did.”' Although many end users made a few unauthorized copies for personal use or for family or friends, these did
not significantly threaten the copyright owner’s market.* Today, anyone with a *91 networked computer and a scanner or
burner drive can quickly reproduce and freely distribute high quality digital copies online that are reasonable substitutes for
lawful copies.

As a consequence, copyright owners have asked for and received new legal procedures designed to facilitate online copyright
enforcement. In 1998, Congress enacted the Digital Millennium Copyright Act (DMCA).* Section 512(c) of the DMCA
creates a “notice-and-take-down” procedure whereby Internet service providers (ISPs) are immunized from secondary
liability for copyright infringement, if upon proper notice by the copyright owner that infringing materials are being hosted,
they immediately take down or block access to them.* Under section 512(g), the subscriber, whom the ISP must inform of
any removal or disabling actions taken pursuant to section 512(c), may issue counter notice stating that the copyright owner
misidentified or was mistaken about the allegedly infringing materials.” Unless the copyright owner files for a court order
against the subscriber, the ISP must replace or enable access to the materials within ten to fourteen days of receiving counter
notification.* Increasingly, copyright owners are using section 512 and other legal procedures to target individual end users
instead of large scale counterfeiters or intermediaries.*’

It is all fine and good, we might think, for copyright owners to attack piracy intended to cut into the market for their
copyrighted work. But what if the targeted material serves an important First Amendment speech purpose? And what if the
copyright holder seeks not to protect the copyrighted work as an economic asset but instead to suppress unflattering
information or to silence criticism? Surely, there must be ways of distinguishing free speech use from mere piracy. At the
very least, given both the risks of online piracy and the critical importance of the Internet as a democratic speech forum,
shouldn’t some balancing of the copyright owner’s intellectual property rights against the speaker’s First Amendment rights
take place? This question is arising with increasing frequency.*

*92 But traditionally, courts have been reluctant to engage in such balancing at all, citing a copyright exception to the First
Amendment grounded in the notion that copyright law’s contribution to the marketplace of ideas outweighs the detriment of
its constraint on unfettered speech.” This so-called “copyright exception” provides rights owners with powerful forms of
injunctive relief against critical speech, including the informal notice-and-take-down procedure of the DMCA as well as
more traditional judicial temporary restraining orders and preliminary injunctions. In contrast to the agonizing over prior
restraints in non-copyright speech cases, preliminary injunctive relief issues more or less as a “matter of course” where
copyright infringement is alleged.*

C. A Copyright Exception to the First Amendment

1. Rationales

On their face, both copyright and the First Amendment can be seen as speech-promoting laws.” Copyright law incentivizes
speech by allowing authors to capture the economic value created by their works of authorship, while the First Amendment
protects speakers against efforts to punish unpopular speech. But copyright law, by allowing individuals a limited monopoly
over certain forms of expression, and thereby preventing other individuals from using them freely, may conflict with
unfettered free speech.” When this happens, the Supreme Court has held that free speech generally must give way,
articulating three primary justifications for its position.

First, without engaging in any extended historical analysis, the Supreme Court has read the temporal proximity in passage of
the First Amendment (1788) and the first Copyright Act (1790) as signaling the founders’ acceptance of the compatibility of
limited copyright monopoly with free speech values.” Thus, according to the Court, no express balancing of copyright and
free speech rights is necessary.

*93 Second, the Supreme Court has suggested that limitations on free speech-related use of copyrighted material are inherent
in the utilitarian framework of American copyright law. Copyright law, it is argued, by providing economic incentives to
produce new works of authorship, enriches the marketplace of ideas more than it impoverishes it through the allowance of a
narrowly drawn, limited monopoly.* If the First Amendment extended a right to freeload on another’s expression, the author
might be disinclined to create the work of authorship in the first place or to share it with the public.”



Finally, the Supreme Court has held that free speech interests are adequately protected through the two major
copyright-limiting doctrines: the idea/expression dichotomy and fair use.”® According to the Court, the idea/expression
dichotomy “strike[s] a definitional balance between the First Amendment and the Copyright Act by permitting free
communication of facts while still protecting an author’s expression,”” and fair use allows sufficient “latitude for scholarship
and comment.”*

2. Harper & Row v. Nation Enterprises.

The leading Supreme Court case articulating the copyright exception to the First Amendment revolved around the memoirs
of former president Gerald Ford.” In 1977, Ford contracted with publisher Harper & Row to publish his “as yet unwritten
memoirs,” including material on the Watergate crisis, Ford’s pardon of Nixon, and his “reflections on this period of history,
and the morality and personalities involved.”® Two years later, as the memoirs neared completion, Harper & Row entered
into an agreement with Time magazine to publish an exclusive 7,500-word excerpt from the forthcoming book approximately
one week before it hit bookstores."'

*94 In April 1979, about two weeks before the Time article was to appear, The Nation published a 2,250-word article
including “quotes [totaling approximately 300 words], paraphrases, and facts drawn exclusively from the manuscript,” which
had been provided to it by an unidentified third party.” Time cancelled its contract and Harper & Row brought suit for
copyright infringement.” In response, The Nation argued, first, that most of the material it used was factual matter rather than
copyrightable expression, and second, that given the brevity of the actual quotations, the First Amendment importance of the
topic, and the lack of impact on the market for the book, its use was “fair.”* The case went to the Supreme Court after the
Second Circuit Court of Appeals reversed the trial court’s finding of infringement.*

The Supreme Court held that The Nation’s publication of the Ford excerpt was not fair use, focusing on two critical,
interrelated points: first, under the second prong of the received test, the Court emphasized that “the fact that the plaintiff’s
work is unpublished . . . is a factor tending to negate the defense of fair use.”* Here, the Court also held, in contradiction to
generally accepted copyright doctrine, that factual works were deserving of greater protection than “works of fiction or
fantasy.”” Second, under prongs one (nature of use) and four (market effect), the Court found that The Nation’s “use had not
merely the incidental effect but the intended purpose [and effect] of supplanting the copyright holder’s commercially
valuable right of first publication.”® The Court further suggested, under prong one, that the magazine acted in bad faith by
using a “purloined manuscript.”® It held that despite their relative brevity in relation to the book as a whole, the quoted
passages were among “the most powerful passages” in “the most interesting and moving parts of the entire manuscript,”
weighing against fair use under prong three (amount and substantiality of use).” In its conclusion, the Court noted that
because “any copyright infringer may claim to benefit the public by increasing public access to the copyrighted work,” First
Amendment-related arguments for public interest copying did not support a finding of fair use.”

*95 Writing for the three dissenters in the case, Justice Brennan did not dispute the potentially deleterious effect of The
Nation’s copying on Ford’s market, but instead, invoking the idea/expression dichotomy, claimed that very little protected
expression, as opposed to unprotected, chronologically ordered facts, had been copied.” Moving on to the fair use test, he
argued that the purpose of The Nation’s use--news reporting-- supported a finding of fair use under prong one,” while the
factual nature of the quoted matter as well as its brevity weighed in favor of fair use under prongs two (the nature of the
copied work)™ and three (amount and substantiality of use).” If The Nation’s use had a negative market impact, he reasoned,
Harper & Row had “no right to set up copyright as a shield from competition in that market because copyright does not
protect information.””® Finally, Brennan argued that the majority’s “categorical presumption” against fair use of unpublished
works was unsupported by case or statutory law.”

Following the Court’s decision in Harper & Row, Congress amended the Copyright Act’s fair use provision. While it did not
alter the enumerated fair use factors, Congress did make express the applicability of fair use to unpublished as well as
published works.” Regardless, Harper & Row subsequently has been widely cited in support of the propositions that
unpublished works are peculiarly immune to fair use scrutiny,” and that no further First Amendment analysis need be
applied.*® As precedent, it arguably has allowed owners to claim the strongest copyright protection in works that offer the
least in terms of public benefit and in which there may be the strongest public interest in free speech disclosure.

*96 3. Criticisms

Always disputed, the copyright exception recently has been the subject of considerable criticism.* Historians and judges have



questioned the Court’s historical account of founders’ intent, pointing to the antimonopolist sentiments of Thomas Jefferson
and others,” as well as to evidence showing rampant piracy, limited copyright registration, and absence of infringement
litigation in the early republic.” More importantly, changes in reprography and distribution technology, and expansion of the
copyright regime since the founding period, further render resort to founders’ intent problematic. The term of copyright
protection has expanded significantly, from fourteen years in 1790 to life of the author plus seventy years today.* Works
previously exempted from copyright, including derivative works, are now protected.* Moreover, such formalities as
registration and notice have been abolished, making copyright protection automatic from the moment a qualifying work of
authorship is fixed in a tangible medium.* Citing the utilitarian framework of American copyright law, some critics have
asked whether the present copyright regime overcompensates authors at a high price to the public.” Copyright law, it is
argued, provides a greater monopoly than is necessary to incentivize production of *97 works of authorship® while
impoverishing the public domain that is vital to future creativity.”

A pruning back of copyright limiting doctrines also has occurred. While the Supreme Court struck a significant victory for
the idea/expression dichotomy in Feist Publications, Inc. v. Rural Telephone Service, Co. in 1991, where it held that a
telephone directory’s listings were non-original facts that could be used freely by others without infringement or
misappropriation,” several subsequent lower court decisions have allowed protection of factual matter against copying on
state or common law contract or tort grounds.” Despite its apparent flexibility, fair use has also undergone retrenchment as
first the Supreme Court and now lower courts increasingly have emphasized that a use must be transformative in order to be
“fair.”” As one scholar has observed, this analysis often involves a “quasi-moral” evaluation of the alleged infringer’s
creative worthiness.” In theory, the transformative nature of a use is only one subsection of one prong of the four-prong fair
use test, but many courts now are treating it as a deciding factor,” seriously disadvantaging other large classes of First
Amendment significant use.

The market failure rationale for fair use also has contracted in response to the growth of electronic media, where transaction
barriers for licensing many works of authorship have diminished.” (This assumes, of course, that the author is willing to
transact, which may be incorrect where the proposed use is critical.) Other shifts brought about by electronic media have
consequences as well. Thanks to the ease and visibility of infringement on the Internet, copyright owners are increasingly
targeting individual copyright infringers as opposed to major counterfeiters or larger *98 entities alleged to be secondarily
liable, such as device makers or intermediaries.”® This pattern, which has been noted in other areas of Internet-related law,
including libel, involves a “role reversal” of sorts because, in contrast to earlier non-Internet litigation, the plaintiff is likely to
be a large organizational entity and the defendant an individual.”” In the fair use context, this can make a huge difference. By
its nature, fair use is indeterminate.” As an affirmative defense, whether a use is “fair” can be determined only within the
context of infringement litigation, and the defendant bears the burden of proof.” Thus, individual Internet users with limited
resources may be silenced by the mere threat of litigation long before a fair use analysis is brought to bear on any First
Amendment interests.

4. Limits of the Copyright Exception?

The Supreme Court recently suggested possible limits on the reach of the copyright exception, holding that further First
Amendment scrutiny above that afforded by copyright limiting doctrines is unnecessary “when . . . Congress has not altered
the traditional contours of copyright protection.”’® This passage suggests that the further copyright claims veer from the
traditional incentive structure of copyright, the more First Amendment scrutiny is warranted--or perhaps even demanded. The
Supreme Court has yet to find an instance, however, where the traditional contours of copyright protection have been altered.
In Eldred v. Ashcroft, the Court declined to hold that the twenty-year extension of the copyright term under the Sonny Bono
Copyright Term Extension Act' worked such an alteration.'” But in the same decision, the Court also rejected the appellate
court’s finding of a categorical immunity of copyright from the First Amendment,'” which seems to leave *99 the door open
for a future reassessment of the balance between intellectual property and free speech rights.'*

II. Troubling Cases

Lacking a pronouncement by the Court that the copyright exception to the First Amendment is overturned, greater
accommodation of free speech likely will have to occur through existing copyright limiting doctrines. The idea/expression
dichotomy and fair use, while obvious candidates for this role, have so far proved inadequate, as becomes apparent when
recent case law is taken into account. Between 1995, when the Internet first became a household word, and the present date,
four notable Internet cases have pitted the First Amendment against copyright in ways that promise to provide a blueprint for



significant future litigation using copyright claims against critical speakers. Already, hundreds of cease-and-desist letters
along similar lines have been mailed to Internet speakers or to ISPs.'” While these cases are not without pre-Internet
analogues, proliferation of aggressive copyright claims has the potential to significantly chill the important new opportunities
for free speech afforded online.

A. The Cases.

1. Religious Technology Center v. Netcom On-Line Communication Services, Inc.'*

Lerma.'”

and Religious Technology Center v.

The first two cases were filed in 1995 by Scientologist organizations Religious Technology Center (RTC) and Bridge
Publications, Inc. (BPI), against two former members and longtime critics of the sect, Dennis Erlich and Arnoldo P. Lerma.'®
Both were alleged to have violated copyright and trade secret laws by posting unpublished Scientologist training and
scriptural works on alt.religion.scientology, an Internet newsgroup devoted to critical commentary on the church.' Erlich
claimed that the documents he posted had either been previously posted anonymously on the Internet or he had received them
anonymously *100 through the mail."’ Lerma had obtained 136 pages of “instructions for progressing through levels of
spirituality, or thetans” from publicly available federal court records."”' Both men’s homes were raided and their computer
equipment seized.'” Erlich and Lerma’s ISPs were also accused of secondary copyright infringement.'"

Part way into Lerma, RTC joined the Washington Post and two of its reporters as defendants to the suit after they cited
portions of the contested scriptural documents in an article on the case."* These claims eventually were dismissed by the
court, which held that the scriptural documents at issue were not trade secrets and that the newspaper had likely engaged in
fair use.'” The claims against Lerma’s ISP were also dismissed from the suit. But in October 1996, the court granted RTC’s
motion for summary judgment on copyright infringement, rejecting Lerma’s fair use claims."® Following the court’s ruling
that triable issues of fact existed regarding the contributory infringement claim,"” Erlich’s ISPs settled the suit in August
1996 without admitting any wrongdoing."* In early 1999, Erlich also settled the claims against him.""”

120

*101 2. Intellectual Reserve, Inc. v. Utah Lighthouse Ministry, Inc.

In October 1999, Intellectual Reserve, a corporation that manages the intellectual property assets of the Mormon Church,
sued Jerald and Sandra Tanner, who had placed approximately 17 of 160 pages of the Church Handbook of Instruction on
their Utah Lighthouse Ministry (ULM) website."” Descendants of old Mormon families, the Tanners had become born-again
Christians and self-appointed gadflies of the church beginning in the 1960s, and had established ULM in 1983 to “document
problems with the claims of Mormonism and compare [the Church of Jesus Christ of Latter-day Saints] doctrines with
Christianity.”'” The Handbook posted by the Tanners was created by the Mormon Church in 1998 “solely for use by general
and local Church officers to administer the affairs of the Church.”'* Its distribution was “limited to these Church officers,”
who were required to “promptly” give their copies of the Handbook to their successors when they were released from
office.””* Although the Tanners offered some works for sale on their website, the partial Handbook was made available to the
public free alongside other documents critical of the Mormon Church."”

After the court ordered the Tanners to remove the Handbook from their website, they linked from the ULM site to other
websites hosting copies of the Handbook.” Intellectual Reserve then argued that the couple contributed to copyright
infringement of those who browsed other websites hosting the Handbook."” The court agreed, and issued a preliminary
injunction barring the links. It rejected the defendants’ free speech claims, holding that “the First Amendment does not give
defendants the right to infringe on legally recognized rights under the copyright law.”"* In November 2000, the parties settled
the lawsuit out of court.”” The Tanners *102 maintained that they had done no wrong in making fair use of the Handbook,
but lacked the funds to pursue further litigation against Intellectual Reserve."

131

3. Online Policy Group v. Diebold, Inc.

In October 2003, electronic voting manufacturer Diebold sent a cease-and-desist letter to the Online Policy Group (OPG), a
non-profit ISP."”* Diebold demanded that OPG remove links on a website, for which it provided services, to electronic
archives containing approximately fifteen thousand embarrassing e-mails leaked or unlawfully intercepted from the company,
detailing errors and security lapses in electronic voting machinesas well as failures by Diebold to comply with state
certification regulations."” Diebold also sent a notice-and-take-down letter to OPG’s upstream Internet service provider,



Hurricane Electric, asking it to take down the link in accordance with section 512(i)(1)(A).”* Both OPG and Hurricane
claimed they couldn’t simply disable the allegedly infringing link."** To unilaterally comply with Diebold’s request, OPG
would have to deny service to the entire website, while Hurricane would be forced to disconnect all of OPG’s users, an
estimated 77,000 individuals.”* OPG filed for declaratory and injunctive relief against Diebold, claiming that the e-mail
archive constituted fair use and that Diebold had asserted invalid copyright claims.” It was joined by two Swarthmore
College undergraduates, Nelson Chu Pavlovsky and Luke Thomas Smith, who had posted the Diebold e-mail archive on their
Swarthmore Coalition for the Digital Commons student organization website, hosted by Swarthmore, in October 2003."*
Shortly thereafter, Pavlovsky and Smith learned that Diebold had sent a notice-and-take-down letter to Swarthmore College,
and on October 22, 2003, the college disabled *103 access to the e-mail archive." In early December 2003, after receiving a
considerable amount of negative press coverage, Diebold promised not to pursue copyright infringement litigation against
any Internet posters of the e-mail archive."* The company maintained that its “legal position was and continues to be
correct,” but “to help refocus the public debate on that central issue [the accuracy of voting], and recognizing that a
considerable amount of the stolen e-mail archive is now widely available on the Internet,” withdrew its cease-and-desist
letters.'!

B. A Common Pattern

While distinct in several procedural aspects, Netcom, Lerma, ULM, and Diebold present a common pattern: each involves a
small Internet user threatened with suit, or sued, for copyright infringement after posting online, for critical purposes,
complete or substantial selections of documents owned by a large corporate or religious organization. In each case, the
documents in question had not been publicly distributed, nor did the corporation ever intend to make them available to the
public. In fact, the stated purpose of each lawsuit was to keep the documents at issue from the public in order to advance
privacy interests or economic interests extraneous to those in publication of the copyrighted matter. Although some form of
unlawful interception was alleged to have occurred in each case, ultimately the only legal issue was whether the posting of
the documents infringed copyright, because trade secret claims were not brought (ULM, Diebold) or were dismissed
(Netcom, Lerma).

In response to these copyright claims, each alleged infringer raised First Amendment, idea/expression dichotomy (which are
sometime collapsed under prong three), or fair use arguments. In two of the four cases, Netcom and Lerma, the court
explicitly rejected the defendants’ fair use arguments. In ULM, only the issue of injunctive relief was considered by the court.
The defendants did not raise a fair use defense, likely as a result of inexperienced counsel, but did present First Amendment
arguments, which the court rejected.'” In the fourth case, Diebold, the court never reached the merits of the case after Diebold
voluntarily withdrew its *104 threats of infringement litigation after forcing OPG to go to court at considerable cost.

1. Testing Fair Use.

The common facts presented in these cases were not favorable to a fair use defense for reasons that point to significant
limitations on the fair use doctrine as it has developed.

i) The purpose and character of the use.

Ironically, the first problematic aspect is the critical purpose of the use. Criticism is one of several categories of use
specifically mentioned as eligible for fair use protection in section 107 of the Copyright Act."* While the Netcom court found
in Erlich’s favor that his “intended purpose was criticism or comment,”'* in Lerma, Lerma’s critical purpose was held against
him. Because Lerma was not “neutral,” the court reasoned that his postings were not primarily “for the public benefit.”'** This
finding, which seems surprising on its face, may stem from the Lerma court’s association of “public benefit” criticism with
more conventional media outlets, such as the Washington Post, which it had dismissed from the case.'** But such reasoning
fails to embrace the new democratic possibilities of the Internet. A fuller First Amendment analysis might have addressed
this issue, but such an analysis is precisely what fair use in its existing shape does not allow for.

A second problem derives from the defendants’ wholesale copying with minimal or no commentary. Erlich and Lerma both
argued that their acts of posting the documents to some extent spoke for themselves,'*” and that their use should be evaluated
in view not only of “an individual posting” but also as part of an “ongoing debate” on the newsgroup.'* These arguments
were rejected by the courts, which found the uses to be at best only “minimally transformative.”'* Focus on *105
transformative effect, while perhaps appropriate to more creative uses, undervalues the public interest value of disclosure in



these cases, particularly when the fact that the copyright owner has not and does not intend to publish the works is taken into
account. At the same time, the courts’ narrow focus on the copy itself, rather than on its critical context, failed to appreciate
the unique intertextual nature of the Internet.

One would think the fact that each critical use was made without commercial motive would weigh heavily in favor of the
alleged infringers. After all, this factor should distinguish speakers from mere pirates and in at least some cases diminish the
possibility of harm to the copyright owner’s economic assets. According to the Erlich court, however, the use’s
noncommercial nature tipped prong one only “slightly” in Erlich’s favor, and in its conclusion, it reiterated as the basis of its
finding against fair use that there was only “minimum added criticism or commentary.”"* By contrast, in Lerma, the court
held that under prong one “the noncommercial character of Lerma’s copying and posting does not outweigh Lerma’s
nonneutral and non-scholarly motives.”"!

Because the defendants posted works that were not publicly available, the plaintiffs in each of these cases also alleged that
they had been unlawfully intercepted, and that the defendants’ bad faith precluded a finding of fair use. The case law offers
little clarity on this issue. Harper & Row had held that the “propriety of the defendant’s conduct,” or lack thereof, should
weigh against a finding of fair use."” But the Supreme Court refused to consider bad faith in its next major fair use analysis in
Campbell.”” The Second Circuit Court of Appeals has recently held that knowledge that “access to the manuscript was
unauthorized or was derived from a violation of law or breach of duty” should weigh against fair use."”™ The Federal Circuit
has gone so far as to suggest that in order to invoke fair use, the defendant must possess an authorized copy.” The
unwillingness of the copyright owner to authorize use at any price, as is often the case where the intended use is *106 critical,
did not prevent the court in Netcom from imputing bad faith and holding that it weighed against fair use."*

ii) The Nature of the Copyrighted Work

This prong of the fair use test is used to assess the copyrighted work along two axes: whether it is primarily factual or
informational versus expressive (a subfactor similar to the idea/expression dichotomy), and whether it is published or
unpublished."” In each case here, the matter at issue was sufficiently informational to raise questions about its status as a
creative work of authorship, but not so much so as to favor fair use. As the Lerma court recognized, scriptural or religious
instructive works are difficult to classify because they may be viewed differently by believers versus nonbelievers.'*
Moreover, believers, who see scripture as factual in a religious context, may still argue that it is expressive in a legal context
in order to secure stronger copyright protection.”” Outside the copyright arena, it is difficult to imagine that the internal
e-mails in Diebold would qualify as creative works. However, the statutory creativity requirement is sufficiently minimal to
guarantee at least thin copyright protection. The argument might be made in these cases that the expression at issue is
sufficiently newsworthy so as to qualify as a sort of fact for speech purposes. Indeed, this argument was raised in Harper &
Row, where it was rejected by the Supreme Court.'®

From the defendants’ perspective in these cases, the fact that the copied works were not published was of critical
importance.'® Without the works publicly available for inspection, the speakers’ audiences would have no way to verify for
themselves the veracity of the criticisms being raised. Moreover, the Internet afforded a means for the speakers to provide the
works for inspection at a relatively low cost, adding a new dimension to their speech that would not be available in the offline
context. For the courts, too, the fact that the works were unpublished was key to a finding that the use was not fair. Here, the
courts rather predictably followed Harper & Row, without taking into account subsequent Congressional action to
unequivocally *107 extend fair use to unpublished works. Nor did they attempt to distinguish Harper & Row from the present
cases on the basis of an important factual difference. The Harper & Row Court ultimately justified its decision by invoking
the classic incentive structure of copyright law: “Where an author and publisher have invested extensive resources in creating
an original work and are poised to release it to the public, no legitimate aim is served by preempting the right of first
publication.”'® But what if the author is not only not “poised to release” a work to the public, but also has no intention of
doing so now or ever? Focused as they were on the behavior of the defendants rather than that of the copyright owners, the
courts simply did not consider this distinction important.

iii) Amount and Substantiality of the Use

Perhaps the most critical fact in these cases was the amount and substantiality of the use--word for word copying of
significant portions of the copyrighted texts--combined with the lack of transformative comment found under prong one.
Although the Supreme Court held in Sony that copying an entire work should not automatically preclude fair use,'” the
Lerma court, for example, cited approvingly appellate court precedent holding that “whatever may be the breadth of the



doctrine of ‘fair use,’ it is not conceivable to us that the copying of all, or substantially all, of a copyrighted [work] can be
held to be a ‘fair use.””'* Again, the same issues that make substantial copying most important from a free speech
perspective--full and accurate disclosure of otherwise unavailable documents--are most stigmatizing from a fair use
perspective.

iv) Market Effect

In other contexts, consonant with the economic incentive structure of copyright law, the Supreme Court has held market
effect to be the most important element of the fair use test.'” The problem presented in these cases is that because the works
at issue were unpublished, and indeed were never intended to be published, there is no market effect to examine. Diebold, for
example, could not show that publication of the e-mails had harmed its own, nonexistent market for them. Instead, it claimed
merely that the posters had misappropriated “private, proprietary material” whose value “was in its non-publication.”"*
Diebold further argued, rather incredibly, that if the e-mails were of “public importance,” as the poster alleged, they must
have some “market value,” and also suggested that it could sell *108 them to competitors, though it offered no examples of
other companies having done this and expressed no intention of doing so itself.'” Rather than holding the lack of a market
against the copyright owner, however, some courts have held that it is a neutral factor or “tips slightly” in favor of the alleged
infringer as in Lerma."® Thus, even though the most important fair use factor weighed in their favor, the defendants were
found ineligible to benefit from the defense.

C. The Failings of Fair Use

In theory, fair use should be sufficiently flexible to allow for a weighing of the equities in cases like these where copyright
infringement and free speech interests conflict. By the same measure, the incorporation of fair use into the Copyright Act
should merely expand the frequency of its application. In practice, however, a critical drawback of the statutory codification
of the fair use doctrine may have been the loss of precisely the equitable flexibility that made it attractive to begin with.
Congress made clear at the time of its statutory adoption that fair use was to be neither more nor less broad than it was in the
prior case law.'” Thus, while the scope of statutory copyright protection has expanded, fair use has remained at best fixed,
leaving it particularly ill-suited to deal with technological change. This is unfortunate because, as Dan Burk has noted of
misuse, an equitable doctrine ideally should be applied to “legal claims that might be technically legitimate, but which would
lead to socially perverse outcomes.”"” Put somewhat differently, robust equitable doctrines may be needed to provide a safety
valve even after the legislature has seen fit to incorporate safeguards into statutory law. The codification of fair use--a major
victory at the time-- has led to its calcification, severely limiting its usefulness in new battles over the limits of copyright.

There is another, different problem. So long as both the alleged infringer and the copyright owner are engaged in public
dissemination of the types of creative works traditionally encouraged by copyright law, the fair use doctrine, as it is now
formulated, can help us to determine such questions as whether the alleged infringer is making a socially valuable
contribution to the public; if this contribution is equal in value to or more valuable than that of the copyright owner; and to
what extent the two contributions can coexist in the marketplace of ideas. As we have seen, however, fair use does not do as
well when either or both the alleged infringer and the copyright holder are operating outside the traditional framework of
copyright law. For example, it has become fairly evident that fair use undervalues such *109 noncreative or
nontransformative, but otherwise highly social beneficial uses as dissemination of information. Fair use is also inadequate
when it comes to differentiating between more or less legitimate assertions of copyright by owners. Certainly, assessment of
the “nature” of the copyrighted work under prong two of the fair use test may offer some clues in this regard, as may
examination of the market for the work under prong four. But because fair use today offers at best an artificial and
asymmetrical weighing of the equities, fair use also undervalues bad conduct by the copyright owner. Because fair use has
ceased to serve as a truly equitable doctrine, even as statutory copyright protection has expanded, a supplement is needed.

II1. Misuse

Misuse is an equitable doctrine that has recently been introduced from patent law into copyright law. Where fair use focuses
on the defensibility of the actions of the alleged infringer, misuse scrutinizes the conduct of the copyright owner. Closely
related to the defense of “unclean hands,” misuse holds that a rights holder, who has attempted to leverage his or her
intellectual property rights beyond its proper scope, or in a manner inconsistent with the grant of statutory protection, has no
recourse against any infringer until the misuse is “purged,” that is, until its effects are reversed."”' While in the patent law



context it has come to be increasingly associated with antitrust concerns,'” copyright misuse retains a more equitable feel.

Thus, while its contours remain at present uncertain as a limiting doctrine, copyright misuse has the potential to protect
important First Amendment interests that are underserved by current fair use analysis.'”

A. The History of Patent Misuse

An equitable patent misuse doctrine was first embraced by the Supreme Court in cases involving infringement actions by
companies that had engaged in anticompetitive “tying,” or forcing customers of their patented machines also to purchase
*110 associated products.”™ Tying may constitute an antitrust violation in itself, and indeed in much prior case law, misuse
was used to prevent the legitimate monopoly conferred on rights holders by patent law from becoming an illegitimate
monopoly under antitrust law.'”” However, in a series of cases decided between 1917 and 1944, most famously in Morton
Salt, the Court made clear that no violation of antitrust law was necessary to find patent misuse.'” Instead, a patent
infringement suit might be “rightly dismissed . . . for want of equity” and as “contrary to public policy,” because “[t]he
patentee, like . . . other holders of an exclusive privilege granted in the furtherance of a public policy, may not claim
protection of his grant by the courts where it is being used to subvert that policy.”"”

Until the mid-1980s, courts continued to ask whether a patentee’s conduct was in harmony with patent policy rather than if it
violated antitrust law; consequently, “patent misuse expanded to encompass a wide range of anticompetitive activities.”"” In
1986, the Federal Circuit, the special patent appeals court created in 1982, proposed requiring a showing of anticompetitive
effect, except for categories of conduct that previously had been expressly condemned as misuse by the Supreme Court.'” In
1988, Congress passed a patent misuse act mandating a showing of market power for tying to constitute misuse." Since that
time, the Federal Circuit has generally moved toward greater reliance on antitrust analysis in non-tying misuse cases as well,
although this is not uniformly the case."

B. Copyright Misuse

Even as the reach of the patent misuse doctrine has receded, the copyright misuse doctrine has expanded in scope and
importance. Morton Salt noted the analogous use of equitable principles in copyright law,'* but no discrete copyright misuse
doctrine developed as it did in patent law. The Fourth Circuit became the first court to extend misuse to copyright law in
Lasercomb America, Inc. v. Reynolds, which involved a software vendor who required licensees to agree not to participate
*111 in development of competing software for ninety-nine years."® Over the next decade, other circuits followed suit."™
Courts have long looked to patent law to guide the evolution of copyright law, a notable example being the Supreme Court’s
adoption of the substantially noninfringing use doctrine to limit the secondary liability of video recording device
manufacturers in Sony Corp. of America v. Universal City Studios, Inc.'®

Perhaps not coincidentally, copyright misuse first emerged in the context of computer software, which is protected under
both copyright and patent law, and often is subject to the types of licensing agreements that may raise anticompetitive
concerns."* But the Lasercomb court, echoing Morton Salt, took pains to emphasize the equitable rather than anticompetitive
concerns animating the misuse doctrine:

[Wihile it is true that the attempted use of a copyright to violate antitrust law probably would give rise to

a misuse of copyright defense, the converse is not necessarily true--a misuse need not be a violation of

antitrust law in order to comprise an equitable defense to an infringement action. The question is not

whether the copyright is being used in a manner violative of antitrust law (such as whether the licensing

agreement is “reasonable”), but whether the copyright is being used in a manner violative of the public

policy embodied in the grant of a copyright.'”

Copyright misuse has continued to arise with relative frequency in the software context, and some circuits have retained an
anticompetitive focus in their misuse analysis, but several recent opinions™ suggest movement toward broader, public
policy-oriented application consistent with misuse’s equitable origins.

For example, in In re Napster, Inc. Copyright Litigation, the District Court for the Northern District of California found that
“[r]ecently, courts have displayed a greater willingness to find copyright misuse” on both anticompetitive and public *112
policy grounds, noting the Ninth Circuit’s preference for the latter approach."” The court opined that there was a “public



interest” in allowing Napster to further develop its misuse defense.'”

In Video Pipeline, Inc. v. Buena Vista Home Entertainment, Inc.,"”' the Third Circuit declined to find either fair use or misuse
where a subsidiary of the Walt Disney Company refused to license movie trailers for certain online uses, including critical
uses, but the court entered into a lengthy discussion of potential applications of the misuse doctrine. The court emphasized
the “underlying policy rationale for the misuse doctrine set out in the Constitution’s Copyright and Patent Clause: ‘to
promote the Progress of Science and useful Arts.””* It further recognized that a rights owner might attempt to use copyright
in ways that impermissibly restrained others’ expression “without engaging in anti-competitive behavior or implicating the
fair use and idea/expression doctrines.”” As an example of potential misuse, the court cited Rosemont Enterprises, Inc. v.
Random House, Inc.,"” a case in which the reclusive millionaire Howard Hughes purchased copyright in a series of articles
about his life for the purpose of bringing an infringement suit against an unauthorized biographer. The appellate court
reversed a preliminary injunction granted to Hughes, citing his “unclean hands.”'”

Even Judge Posner, who in the past has been a strong advocate of an anticompetitive approach to copyright misuse,"
suggested broader public policy-oriented application of the misuse doctrine in Ty, Inc. v. Publications International, Ltd., in
which the court found publication of critical Beanie Baby collector’s guides to be fair use.'”” Posner noted that “Ty doesn’t
like criticism” and that it had used copyright licensing to “reserve to it the right to veto any text” in authorized guides."” He
concluded his discussion by remarking, “We need not consider [because the defense was not raised] whether such . . .
[conduct] might constitute copyright misuse, endangering Ty’s copyrights.””

*113 C. Expanding Misuse to Protect Free Speech.

Despite recent judicial approval of expanded use of the copyright misuse doctrine, as the court noted in Napster, “[t]he scope
of the defense of copyright misuse has not been significantly tested . . . [and] remains largely undeveloped, with little case
law to aid this court in its inquiry.”*” It should be acknowledged that, by their nature, equitable doctrines may be somewhat
slippery. Nonetheless, it is critical, if public policy misuse is to have some traction, that it be developed along lines capable of
general application. While articulating an actual set of workable public policy misuse standards is beyond the purview of this
paper, I do want to offer some preliminary thoughts on how a misuse analysis, applied to protect free speech interests, might
proceed. It is helpful to begin by broadly categorizing the functional roles misuse might play in copyright law.

In an influential early article on copyright misuse, Brett Frischmann and Dan Moylan identified three such functions: a
corrective function, a coordination function, and a safeguarding function.” By “corrective function,” Frischmann and
Moylan referred to the potential for misuse to fill gaps or address ambiguities in statute law, particularly in response to
changing technology.”” Thus, misuse might assist, for example, in adapting copyright to the unique possibilities of the
Internet. In listing the coordination function, Frischmann and Moylan nodded to misuse’s past role in negotiating the
boundaries between intellectual property and antitrust law.”® In the future, however, misuse also might be used to help
coordinate copyright and other areas of law that are increasingly implicated in infringement suits of the type described here,
namely privacy and trade secret law. Most relevant to free speech analysis, however, is what Frischmann and Moylan
described as misuse’s safeguarding function, that is, as a means not only of balancing the equities between parties, but also of
safeguarding “the public policy underlying the statutory scheme where internal statutory protections are lacking.””*

This safeguarding function should offer the starting point of a free speech-oriented misuse defense in copyright cases such as
those discussed here. The key question posed is not whether the copyright at issue is being used in a manner that is
technically legal, but rather as the Lasercomb court put it, “whether the copyright is being used in a manner violative of the
public policy embodied in the grant of a copyright.”** Recall from Morton Salt that conduct not strictly barred by either the
*114 relevant intellectual property statute or by other statutory law may still constitute misuse because it is “contrary to
public policy.”* This is consistent with the historic role of equity in mitigating the abuses or oversights of the law.>”’

To determine whether public policy copyright misuse has occurred, the public policy rationale underlying copyright law must
be revisited. By drawing upon my discussion above and looking to legislative history and precedent, four broad statements
about the traditional framework of U.S. copyright law can be made. First, the objective of U.S. copyright law is to promote
the public welfare by creating incentives for wide dissemination of ideas, not to validate the inherent or unalienable rights of
individual authors to their intellectual property. These incentives should be roughly proportional to the objective sought.
Second, the goal of copyright, as the Supreme Court repeatedly has recognized, is best realized through publication.
Otherwise, the public cannot derive benefit from the copyrighted work. Third, the incentives copyright provides, and the



corresponding interests that it recognizes, are economic ones. Copyright does not function by according privacy or other
personality interests. Fourth, copyright incentivizes creation of, and protects economic interests that are vested in, creative
works of authorship, not just any economically or socially valuable activity. Thus, copyright should not be used to vindicate
economic interests unrelated to the marketability of the protected work itself.

These framing principles of copyright law help guide us toward questions that may reveal whether public policy-related
misuse is taking place. Among others, we might ask: Is the work of the kind protected by copyright law? Is the work
published? If not, will it be published in the foreseeable future or is publication the owner’s desired objective? Is any interest
asserted in nonpublication to allow for further development of the creative work or to protect other interests? Is copyright
asserted to protect the economic value vested in the creative work as opposed to other noneconomic values or a business
model? Is the purpose of the copyright infringement to quash criticism? In weighing such considerations, some commentators
have suggested that public policy-related misuse might adopt over time a division between per se and rule of reason misuse
violations modeled on anticompetitive misuse decisions.”® It is too early to pass judgment on this approach. For now, I
simply suggest these factors as possible components of a quasi totality of the circumstances balancing test. It is certainly
possible that in many infringement *115 cases both fair use and misuse defenses will be raised and that the various factors of
each doctrine will be thrown together.

The question remains of what would it take for a copyright owner to “purge” misuse of a copyright in a fashion analogous to
that in patent law?*” Under the patent doctrine, until the misuse is purged, the copyright owner has no recourse against
infringement, not only which is alleged of the defendant, but also by any other person.”® The parallel is relatively
straightforward where discrete anticompetitive practices (for example, unduly restrictive licensing terms) are at issue. But
where public policy misuse is alleged, depending upon the factual circumstances, it may be much less clear how such a purge
is to be effected. Should this aspect be eliminated altogether in public policy cases, or should it be addressed on a
case-by-case basis? Existing copyright misuse case law largely has avoided this problem.”"' It has been suggested in the
trademark context--where a latent misuse doctrine also exists--that cancellation of the misused mark may be appropriate.””
Although cancellation is a strong remedy, a grant of a compulsory license might be a particularly appropriate response in
cases where the misuse alleged is copyright-based suppression of criticism. Refusal by courts to grant injunctive relief that
would act as prior restraint on speech would represent a move in this direction, but a problem would exist insofar as statutory
damages in many cases would exceed the cost of a fair market value-based license. As misuse expands, more thought will
need to be given to this issue.

D. Drawbacks of the Misuse Doctrine.

In addition to questions about its application, the misuse doctrine may inspire other concerns, of which three warrant
particular mention here.

*116 1. Institutional Competence

When discussing misuse, the inevitable question arises, why not simply lobby legislators to change the copyright statute to
provide greater accommodations for critical speech? One answer is that recent legislative developments including those
discussed here--for example, copyright term extension-- overwhelmingly have favored copyright owners. This pronounced
trend has led to charges that “[a]gain and again, Congress has been willingly captured by the publishing and motion picture
industries” and other copyright holders.””> One scholar has further observed that Congressional discourse about copyright
tends to focus on commercial concerns rather than constitutional ones, leading to neglect of such issues as the proper limits of
protection or making space for competing public interests.”* As a result, advocates of copyright reform increasingly have
taken their case to the courts.

Regardless of existing barriers to legislative change, courts have an important role to play in shaping copyright law through
such judge-made doctrines as misuse. This is particularly true, as here, where speed and flexibility in responding to new
technologies is critical. And as with fair use, the misuse doctrine--even if it were to be codified at some future point-- will
likely always rely heavily on courts’ case-by-case determinations.”® By their very definition, equitable doctrines are intended,
in specific instances, to prevent technically correct, but unjust, applications of law that legislators may be unable to anticipate
or provide for when they write statutes.

Historically, courts have been critical in delimiting the boundaries of statutory copyright in order to protect socially beneficial



copying and reprographic technologies. Development of the fair use doctrine offers an obvious example. More than a century
of experimentation by the courts in individual cases was needed before Congress finally codified the fair use doctrine in the
1976 Copyright Act*® The Supreme Court’s holding in Sony v. Universal’’ that a patent doctrine--substantial *117
noninfringing use**--should apply to copyright law has proved critical in protecting emerging technologies, such as the
videotape recorder and, most recently, peer-to-peer file sharing networks,’"” against aggressive rights enforcement. Although
it remains relatively untested, courts’ recent signaling of receptiveness to the misuse doctrine suggests its real potential to
join these other doctrines in protecting the public interest. While codification of the misuse doctrine may be a desirable end at
some future date, for now, courts seem the appropriate forum to better define its contours and test its application.

2. The Persistence of Uncertainty

Another drawback of the misuse doctrine is that, as with fair use, it offers only an affirmative defense to charges of copyright
infringement.” Further, although it is possible that categories of per se misuse might develop over time, case-by-case
balancing of some sort likely will continue to be important. And, at present, even greater uncertainty surrounds misuse’s
application than that of fair use. As such, misuse will offer little security in the short term to persons of limited means who
want to use copyrighted works online for free speech purposes. It has been suggested that copyright misuse might be asserted
as an affirmative claim, a strategy several plaintiffs have pursued so far using declaratory judgment actions, but none
successfully.” Over time, copyright misuse is likely to become more of a known entity and exert a greater deterrent effect on
illegitimate assertions of copyright as censorship. It is possible that the doctrine may even be used in the future to
affirmatively combat such assertions. In the meantime, the expansion of misuse *118 would give alleged infringers the
opportunity to turn the tables in cases where copyright is being used to silence criticism rather than to preserve legitimate
economic interests in the relevant work of authorship. Moreover, there is nothing to stop misuse--which focuses on the
copyright owner’s actions--from being used in conjunction with fair use--which focuses on the alleged infringer’s
actions--allowing for a more symmetrical balancing of equities between the two.”

3. Privacy

Another concern about expansion of the misuse doctrine relates to privacy. I have spoken disparagingly throughout about the
use of copyright to vindicate privacy concerns, and the expansion of misuse I have laid out would seek to limit
privacy-related copyright claims. Undoubtedly, at least some protection of privacy is a good thing. Further, privacy is an
issue more people are becoming more concerned about in light of the same digital data reproduction and dissemination
technologies that have had such import for free speech and copyright. The question, then, is not whether privacy should be
protected at all--it should--but whether it should be protected through copyright law.

At least two critical objections to protecting privacy under the guise of copyright can be raised. First, this approach does not
serve the legitimate goals of copyright protection, that is, creation and dissemination of creative works. Second, it fails to
allow for adequate balancing of privacy against other interests. Because I have addressed the first point at length, I will focus
here on the second. In contrast to allowance of corporate copyright in “works for hire,” privacy rights as such generally have
been denied to corporations.”” Not coincidentally, the same utilitarian United States copyright framework that rejects a
personality-based notion of copyright allows corporations to claim full protection, while the European system, which
recognizes both moral and economic rights of authorship, grants the former only to real persons.”** Allowing corporations to
surreptitiously claim privacy-like rights through copyright thus upsets the accepted balance struck by both existing copyright
and privacy protection law.

Similarly, given the copyright exception to the First Amendment, by using copyright rather than privacy law to vindicate
privacy-like interests, copyright owners can avoid greater accommodation of First Amendment interests. Many common law
and state privacy torts, for example, are limited by “newsworthy,” *119 “of legitimate concern to the public,” or “true-facts”
defenses as well as by an expectation of privacy standard.” In Bartnicki v. Vopper, the United States Supreme Court held
that a third party was not barred from publishing content unlawfully intercepted by another so long as it was of “public
importance”: “[P]rivacy concerns give way when balanced against the interest in publishing matters of public importance . . .
a stranger’s illegal conduct does not suffice to remove the First Amendment shield from speech about a matter of public
concern.”” Likewise, protection of trade secrets--perhaps one analogue to corporate privacy--is tempered by First
Amendment concerns once they are made publicly available regardless of the means of disclosure.”” There is a problem,
then, when copyright owners use copyrighted works like trade secrets by withholding them from the public, and yet demand
far greater protection than trade secret law would allow once they are publicly exposed. In patent law, by contrast, patent
owners may choose patent protection or trade secret protection, but not both; more than one year of “secret use” of an



invention bars patentability.” Whether a similar balance between privacy for purposes of development and eventual
publication could be struck in copyright law is unclear.

In 1890, Samuel Warren and Louis Brandeis first argued for recognition of a copyright-like “right to privacy” barring
publication of unpublished manuscripts against the author’s wishes unless the documents were of “public or general
interest.””’ Warren and Brandeis made clear, however, that such a right was distinct from statutory copyright,”' which was
neither a proper nor sufficient means to protect privacy.”> More than 100 years later, the then-novel right advocated by
Warren and Brandeis has become widely accepted. New digital technologies mean that privacy interests increasingly may
conflict with free speech rights as much as copyright *120 can.” Hints of this conflict already are apparent in American case
law,”* as well as in Europe, where privacy protections are more stringent.” How it will be resolved remains uncertain,
although an early round, Bartnicki,” seemed to favor the First Amendment over privacy. In any case, it is key that legal
approaches to privacy be principled ones that carefully weigh various costs in ways that copyright law is not equipped to do.
In the long term, misuse in its coordination as well as safeguarding functions may serve both privacy and copyright law by
discouraging an imprudent marriage between the two.

Conclusion

Unless checked, inappropriate assertions of copyright threaten to stunt the growth of the Internet as a uniquely democratic
free speech forum where small speakers can reach audiences, previously available only to big media, in new ways.
Development of the same reprography and transmission technologies that enable these unprecedented opportunities for
speech also can threaten the intellectual property rights of copyright owners, as well as the privacy interests of citizens more
broadly, in ways that must be acknowledged and addressed. Now more than ever, it is critical to find ways to distinguish
legitimate from illegitimate uses of copyrighted material. Cases involving digital sampling and file sharing, for example,
have inspired a heated social debate about how to mediate competing claims to the creative and economic assets embodied in
copyrighted works.” 1 have suggested that less agonizing need take place in cases where copying is made for First
Amendment critical, rather than creative or economic, purposes, and where the interests asserted by the owners of the copied
works under the rubric of copyright law do not fit within its traditional incentive structure. Unfortunately, while the accepted
rationales for fair use--to maximize creativity and to correct for market *121 failure--may help assess the value of digital
sampling and file sharing, they offer little guidance here. Because the Supreme Court has so far rejected weighing more
explicitly First Amendment purposes when evaluating copying, the remaining alternative may be to turn our focus to the
conduct of the copyright owner rather than the alleged infringer. By allowing us to do precisely that, misuse promises not
only to promote a better balancing of the equities in individual cases, but also to police the boundaries between copyright and
free speech law in ways protective of both.
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See Robin C. Feldman, The Insufficiency of Antitrust Analysis for Patent Misuse, 55 Hastings L.J. 399, 399 (2003) (“The history
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Feldman, supra note 178, at ¥*20-*21.
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See, e.g., Assessment Techs. of WI, L.L.C. v. WIREDATA, Inc., 350 F.3d 640, 647 (2003) (“The argument for applying copyright
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copyright ownerto use an infringement suit to obtain property protection, here in data, that copyright law clearly does not confer,
hoping to force a settlement or even achieve an outright victory over an opponent that may lack the resources or the legal
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These abuses included “its slowness, its expense, its inefficiency, its technicality, its abuse by the mighty.” Theodore F.T.
Plucknett, A Concise History of the Common Law 689 (1956).

See, e.g., In re Napster, 191 F. Supp. 2d at 1105 (“Additional confusion arises because while courts have repeatedly stated that
misuse is different from antitrust, they still rely on antitrust-like inquiries in determining what licensing agreements violate public
policy. Of the cases reviewed by the court, all mimic the per se rules of antitrust in holding that the relevant licensing agreements
constitute copyright misuse because they are unduly restrictive on their face.”).

For a discussion of approaches to “purging” misuse in patent law, see Merges & Duffy, supra note 178, at 1353. They do note that
“in some cases, it is impossible to purge the misuse.”

See B.B. Chem. Co. v. Ellis, 314 U.S. 495, 498 (1942) (purge occurs where a patentee “has fully abandoned its present method of
restraining competition in the sale of unpatented articles and that the consequences of that practice have been fully dissipated”).

The exception is In re Napster, 191 F. Supp. 2d at 1087. There, Judge Marilyn Hall Patel suggested, without deciding the issue,
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Stephen J. Davidson & Nicole A. Engisch, “Trademark Misuse” in Domain Name Disputes, 13 Computer Lawyer 13, 18 (1996)
(citing Phi Delta Theta Fraternity v. J.A. Buchroeder & Co., 251 F. Supp. 968, 974 (W.D. Mo. 1966)).
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This doctrine protects parties that otherwise would be found secondarily liable rather than direct infringers.
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because they were capable of substantial noninfringing uses. Metro-Goldwyn-Mayer Studios, Inc. v. Grokster Ltd., 380 F.3d 1154,
1160-61 (9th Cir. 2004) (listing example of musical artists distributing their works for free and of public domain literary texts
being made available for download). But see In re Aimster Copyright Litig., 334 F.3d 643, 653 (7th Cir. 2003) (citing In re
Aimster Copyright Litig., 252 F. Supp. 2d 634, 653 (N.D. Ill. 2002) (finding that defendant peer-to-peer network service could not
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WL 2203382, at *n.4 (N.D. Cal Sept. 30, 2004), available at http://www.eff.org/legal/ISP_liability/OPG_v_Diebold/First
Amended_Complaint.pdf (last visited on Nov. 9, 2004) (“Defendants engaged in the misuse of their copyrights [including in the
cease-and-desist letters] ... by claiming that publication of the e-mail archive [by defendants] ... constituted copyright infringement
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For a discussion in the software context of how fair use and misuse might be used together, see Eric Douma, Fair Use and Misuse:
Two Guards at the Intersection of Copyrights and Trade Secret Rights Held in Software and Firmware, 42 IDEA 37 (2002).
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See, e.g., Marc A. Franklin & Robert L. Rabin, Tort Law and Alternatives: Cases and Materials 1106-07 (7th ed. 2001) (discussing
defenses to privacy tort actions); Restatement (Second) of Torts § 652D (1965) (offering overview of privacy-related torts).
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Id. at 200-01 ([T]he right of privacy “is entirely independent of the copyright laws, and their extension into the domain of art. The
aim of those statutes is to secure to the author, composer, or artist the entire profits arising from publication .... The statutory right
is of no value, unless there is a publication ....”).

Id. at 201 (noting that the right of privacy, to be efficacious, must protect facts as well as expression which copyright law does not
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and “balance” between privacy and free expression in its implementation. “[I]t is for the authorities and courts of the Member
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