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*104 I. Introduction 

“Trade dress” is the total image and overall appearance of a product or business as reflected in such features as size, shape, 
color or color combinations, design of a label, texture, graphics or sales techniques.1 As evident from the broad definition of 
trade dress, virtually any combination of features of a product or business could be defined as trade dress. 
  
In defining the specific trade dress of a product and determining whether infringement of that trade dress has occurred, 
consideration is given only to the aggregate of all the features.2 In other words, the analysis of a trade dress infringement 
claim focuses on the combination of all the features, not the individual features. A manufacturer or business can freely use 
certain elements or features of a competitor’s trade dress as long as that use does not constitute use of the competitor’s 



 

 

overall image.3 The appropriate inquiry is whether the alleged trade dress infringer has copied a distinctive combination of 
features.4 
  
Federal protection of trade dress is derived from section 43(a) of the Lanham Act.5 To establish a trade dress infringement 
claim under section 43(a) of the Lanham Act, a plaintiff must prove both the *105 validity of the trade dress and the 
infringement of that trade dress. In more simplified terms, the analysis of a trade dress infringement claim focuses on the 
following two questions: (1) Is the trade dress entitled to protection?; (2) Has an infringement of that trade dress occurred?6 
The question of whether the trade dress is entitled to protection is answered by the distinctiveness and nonfunctionality of the 
trade dress.7 The question of whether an infringement of the trade dress has occurred is answered by determining whether a 
likelihood of confusion exists between the senior trade dress and the junior trade dress.8 
  
This article represents a modest attempt to decipher the elements of a section 43(a) claim from the perspective of trade dress 
infringement. The novelty of this article is the fact that it focuses entirely on trade dress infringement, rather than section 
43(a) in general. However, because trade dress infringement is merely a judicial designation of a particular species of 
infringement under section 43(a),9 most of the following discussion will be applicable to all section 43(a) claims. 
  

II. Section 43(a) of the Lanham Act 

A. Trade Dress Infringement Under § 43(a) of the 1946 Lanham Act 

Section 43(a) of the Lanham Act provides the basis for federal protection of trade dress.10 Section 43(a) does not designate a 
particular claim for trade dress infringement or trademark infringement, but rather prohibits generally unfair competition.11 
  
When originally enacted in 1946, section 43(a) addressed two wrongs committed in connection with goods or services: a 
“false designation of origin” and a “false description or representation.”12 
  

1. “False Designation of Origin”-- 

“False designation of origin” was originally limited to false advertising of geographic origin.13 For example, false advertising 
of geographic origin would be representing that California oranges came from Texas.14 In 1963, in a precedent-setting 
decision, the Sixth Circuit expanded this definition of *106 “origin” to include origin of source of manufacture.15 Many 
federal circuits followed the Sixth Circuit’s lead.16 Expanding the definition of “origin” to include origin of manufacture 
transformed the “false designation of origin” language into a vehicle for asserting a traditional trademark infringement 
claim.17 In other words, the expanded definition of origin provided owners of unregistered trademarks, names and trade dress 
with the exclusive right to use a distinctive trademark or trade dress. If any competitor used the unregistered, but protected, 
trade dress in a manner that would likely confuse consumers, then the owner could sue the competitor under section 43(a) for 
using a false designation of origin. As noted by Justice White, “[t]he use of a product or package design that is so similar to 
that of another producer that it is likely to confuse purchasers as to the product’s source may constitute ‘false designation of 
origin’ within the meaning of the [Lanham] Act.”18 
  

2. “False Description or Representation”-- 

Not all courts and authorities agreed that “false designation of origin” includes origin of manufacture, and that, therefore, 
trade dress infringement constitutes a “false designation of origin.”19 For example, the Fifth Circuit found that “false 
designation of origin” is limited to geographic origin and, thus, trade dress infringement falls under the “false description or 
representation” language.20 
  
The reason given by the Fifth Circuit for refusing to extend the false designation of origin language to include origin of 
manufacture is based upon the geographic references in section 43(a).21 When originally enacted in 1946, section 43(a) 
provided that any person who uses a false designation of origin or any false description or representation: 

shall be liable to a civil action by any person doing business in the locality falsely indicated as that of 
origin or in the region in which said locality is situated, or by any person who believes that he is or is 
likely to be damaged by the use of any such false description or representation.22 

The above quoted language strongly suggests that false designation of origin would refer only to geographic origin.23 
  
  



 

 

  
Some federal courts have, directly or indirectly, referred to trade dress infringement as a “false description or 
representation.”24 Even courts that have expanded the definition of origin to include origin of manufacture have classified 
trade dress infringement as a “false description or *107 representation.”25 Under this reasoning, trade dress infringement 
could be both a “false designation of origin” and a “false description or representation.” 
  

3. Purely an Academic Question-- 

Although the federal courts may disagree as to which wrong is violated by infringing upon the protected trade dress of 
another, the federal courts unanimously agree that section 43(a) creates a federal cause of action for trade dress 
infringement.26 Section 43(a), with respect to unregistered marks and trade dress, is now firmly recognized as the “equivalent 
of a claim for trademark infringement.”27 Consequently, even though significant from a historical perspective, a discussion of 
which wrong trade dress infringement would fall within is strictly academic. Under either a “false designation of origin” or a 
“false description or representation,” section 43(a) is invoked and its requirements must be fulfilled.28 
  

B. Section 43(a) After the Trademark Law Revision Act of 1988 

If the question of whether trade dress constitutes a false designation of origin or a false description or representation had any 
relevance before 1988, that relevance was eliminated when Congress enacted the Trademark Law Revision Act of 1988 (the 
1988 Act).29 Section 43(a), as amended by the 1988 Act, provides as follows: 
(a) Civil action 
  
(1) Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, 
term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description 
of fact, or false or misleading representation of fact, which -- 
(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such 
person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial 
activities by another person, or 
  
(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or 
her or another person’s goods, services, or commercial activities, shall be liable in a civil action by any person who believes 
that he or she is or is likely to be damaged by such act.30 
  
  
  
The 1988 Act expanded the false designation of origin and false description or representation language to include broader 
range of wrongs. As noted by one legal commentator, “all of the statutory remedies available to the owner of a registered 
mark are now equally available to the plaintiff who uses § 43(a) as the vehicle to assert claims of infringement of 
unregistered marks, trade names, or trade dress. . . . ”31 
  
*108 The amendments to section 43(a) in the 1988 Act were intended only to codify the pre-1988 case law.32 Congress 
sought to revise the outdated language in the original section 43(a) so as to incorporate judicial changes in the section.33 
According to the legislative history, the only substantive change that Congress intended was “to make clear that 
misrepresentations about another’s products are as actionable as misrepresentations about one’s own.”34 
  

III. Is the Trade Dress Entitled to Protection? 

A. Categories of Distinctiveness 

Protection under section 43(a) for trade dress or an unregistered mark is based on the same principle which qualifies a mark 
for registration under section two of the Lanham Act: distinctiveness.35 The general requirement for registration under section 
two is that the mark be capable of distinguishing the applicant’s goods from the goods of others.36 Thus, to be protected under 
section 43(a), a trademark or trade dress must be capable of distinguishing a particular product or business from the product 
or business of another.37 
  
In order to determine whether a particular trade dress has attained this requisite level of distinctiveness, the courts classify the 



 

 

distinctiveness of the trade dress into one of the following four categories of increasing distinctiveness: (1) generic; (2) 
descriptive; (3) suggestive; or (4) arbitrary or fanciful.38 On the low end of the distinctiveness spectrum is the generic mark 
which is not registrable and not entitled to protection under section 43(a).39 One step above the generic mark is the descriptive 
mark which may be protected if the mark has acquired distinctiveness through secondary meaning.40 On the high end of the 
distinctiveness spectrum are the suggestive, arbitrary and fanciful marks which are classified as “inherently distinctive” and 
are entitled to protection without a showing of secondary meaning.41 
  
The lines separating the categories are not always precise or definite.42 Classifying a trade dress or trademark into a category 
is further complicated by the fact that a term that fits into one category for *109 a particular product may be in a different 
category for another product.43 For example, “Ivory” is a generic term for elephant tusks, but is an arbitrary term as applied to 
soap.44 A term used for a particular product may even originate in one particular category but switch to a different category 
over time because of advertising and usage.45 
  
The categories of distinctiveness were originally developed to determine whether trademarks, meaning words or symbols, 
were distinctive enough for protection.46 The problem with applying the categories to trade dress is that trade dress does not 
easily fit within the categories.47 However, the law is well-settled that the categories apply as equally to trade dress as to 
trademarks.48 
  

1. Generic-- 

Generic marks “refe[r] to the genus of which the particular product is a species.”49 The generic mark tells the buyer what kind 
of product he is buying, rather than from where or from whom did the product originate.50 
  
The dominant principle for determining whether a mark is generic is the primary significance test.51 Under the primary 
significance test, the party seeking protection of a term must “show that the primary significance of the term in the minds of 
the consuming public is not the product but the producer.”52 If the primary significance of the mark is to identify a product, 
rather than a producer, *110 then the mark is generic.53 The principal focus in the primary significance test is whether 
consumers identify the mark as a product brand or as a product genus.54 If the consumers identify the mark as a product 
brand, rather than a product genus, then the primary significance of the mark is to identify the producer. On the other hand, if 
consumers identify the mark as a product genus, the primary significance of the mark is to identify the product and the mark 
is generic. 
  
Because a generic mark inherently lacks the power to distinguish its product from other products, a generic mark is not 
registerable; and a registered mark may be canceled at any time if it becomes generic.55 Under the same reasoning, generic 
trade dress can not be protected under section 43(a).56 An underlying rationale for denying trademark protection to generic 
marks is that generic marks so signify the nature of the product that the interests of competition outweigh any interest the 
holder of the mark may have in distinguishing its product.57 
  

2. Descriptive-- 

A mark is descriptive if it “conveys an immediate idea of the ingredients, qualities or characteristics of the goods.”58 One 
legal commentator has noted that a mark is “descriptive” if it describes “the intended purpose, function or use of the goods[,] 
the size of the goods, the class of users of the goods, a desirable characteristic of the goods, or the end effect upon the user.”59 
In Bristol-Myers Squibb Co. v. McNeil-P.P.C., Inc., the Second Circuit noted that a term can be descriptive in two ways: “[i]t 
can literally describe the product, or it can describe the purpose or utility of the product.”60 The Fifth Circuit defined a 
descriptive term as one that “identifies a characteristic or quality of an article or service. . . such as its color, odor, function, 
dimensions, or ingredients.”61 
  
A descriptive mark is not inherently distinctive, because it does not inherently identify a particular source. However, a 
descriptive mark may be entitled to protection under section 43(a) if the descriptive mark acquires distinctiveness through 
secondary meaning.62 The underlying rationale for making protection of descriptive marks contingent upon secondary 
meaning is to prevent persons from obtaining exclusive rights in marks which are likely to be useful to competing 
manufacturers in describing the attributes of the goods or business.63 Conditioning the protection of descriptive marks upon 
secondary meaning ensures that “potential market entrants should not be foreclosed from using descriptive terms to label 
their products.”64 
  

*111 3. Suggestive-- 



 

 

A mark is suggestive if “it requires imagination, thought and perception to reach a conclusion as to the nature of the goods.”65 
In comparison to descriptive marks, suggestive marks “do not describe the product but call to mind some attribute of it. . . . 
”66 
  
The difficult task of classifying a mark as suggestive, as opposed to descriptive, produces a significant consequence.67 If the 
mark is classified as descriptive, it is entitled to protection under section 43(a) only after it has been proven that the mark has 
established secondary meaning.68 On the other hand, if the mark is classified as suggestive, it is considered inherently 
distinctive and is entitled to protection without a showing of secondary meaning.69 
  

4. Arbitrary or Fanciful-- 

Use of the terms fanciful and arbitrary as categories of distinctiveness is most easily understood in the context of words. 
Fanciful terms are words invented solely for use as trademarks.70 When fanciful terms use common words in an unfamiliar 
way, the use is called arbitrary.71 The key distinction between the arbitrary and fanciful classification and other categories of 
distinctiveness is that arbitrary and fanciful marks bear no relation to the underlying product or service, whereas the other 
classifications have at least a minimal relation to the product.72 
  
Arbitrary and fanciful marks are considered inherently distinctive and are entitled the highest degree of trademark protection 
without proof of secondary meaning.73 The rationale for according a high degree of protection to arbitrary and fanciful marks 
is that restrictions on the use of such marks do not hinder competition.74 The draft of the Restatement (Third) of Unfair 
Competition explains the rationale for according arbitrary and fanciful marks a high degree of protection as follows: 
Because a fanciful term has no meaning other than its implicit function as an identifying symbol, prospective purchasers can 
be expected to view it as an indication of source or other association with a particular user. Recognition of trademark rights in 
fanciful terms protects the significance of the designation as a symbol of identification without diminishing the vocabulary by 
which competitors can convey information about similar products. 
  
  

. . . 

*112 There is also no reason to anticipate that restrictions on the use of such arbitrary designations will hinder 
communication by other competitors.75 
  
  

B. Secondary Meaning 

As noted in the previous section, a trademark or trade dress that is merely descriptive can acquire the requisite level of 
distinctiveness for protection through secondary meaning. 
  

1. General Definition-- 

The judicially created doctrine of secondary meaning is used to indicate that a trademark or trade dress “has come through 
use to be uniquely associated with a specific source.”76 The principal focus of secondary meaning is whether the public 
identifies with the source of the product. In other words, do the buyers of the product have a mental association between the 
trade dress of a product and its source?77 As the Supreme Court stated in Inwood Laboratories, Inc. v. Ives Laboratories, 
Inc.,78 “[t]o establish secondary meaning, a manufacturer must show that, in the minds of the public, the primary significance 
of a product feature or term is to identify the source of the product rather than the product itself.”79 In particular, secondary 
meaning is established by proving that a substantial segment of the consuming public associated the product or business with 
its source at the time the junior mark entered the market.80 The focus is on the consuming public, not necessarily the general 
public.81 
  

2. Secondary Meaning Required Only If Trade Dress Is Merely Descriptive-- 

In 1992, the United States Supreme Court resolved a conflict between the circuits on the question of whether trade dress 
which is inherently distinctive is protected without proof that it has acquired secondary meaning.82 The Supreme Court 
unanimously agreed that proof of secondary meaning is not *113 required to prevail on a claim under section 43(a) where the 
trade dress is inherently distinctive.83 Since trademark law required proof of secondary meaning to establish distinctiveness 



 

 

only if the mark was merely descriptive, the Court established the same rule for trade dress infringement.84 The Court 
reasoned that trade dress infringement under section 43(a) should be treated the same as trademark infringement under 
section 43(a).85 
  
After Two Pesos, the primary and possibly only significance of secondary meaning for trade dress infringement under section 
43(a) is to prove distinctiveness when the trade dress is merely descriptive. As noted by one court, secondary meaning is 
simply the “means by which an otherwise unprotectable descriptive marks may obtain protection.”86 
  

3. Methods of Proving Secondary Meaning-- 

In evaluating secondary meaning, many courts place tremendous weight on the presence or absence of surveys or quantitative 
evidence. In fact, some courts have found that a plaintiff’s failure to submit survey evidence is compelling evidence that 
secondary meaning did not exist.87 Other courts have noted that survey evidence is the “most direct and persuasive” method 
of establishing secondary meaning.88 
  
In addition to considering survey evidence, most courts have established a list of factors for evaluating the secondary 
meaning of a trademark or trade dress. Although these secondary meaning factors vary from circuit to circuit, the factors used 
by most circuits are based generally on the same considerations. The list of factors used by the Second Circuit provide a 
thorough example of the types of considerations which are probative in assessing secondary meaning: (1) the plaintiff’s 
advertising expenditures; (2) consumer surveys linking the trade dress to a particular source; (3) sales success; (4) unsolicited 
media coverage; (5) attempts to plagiarize the trade dress; and (6) the length and exclusivity of the use.89 As noted by the 
Second Circuit, “no single factor is determinative” and all factors do not need to be proven.90 Another illustrative example of 
the type of factors used for assessing secondary meaning is the Eleventh Circuit’s list of factors: (1) the length and manner of 
the mark’s use; (2) the nature and extent of advertising and promotion; (3) the efforts made by the plaintiff to promote a 
conscious connection in the public’s mind between the name and the plaintiff’s product or business; and (4) the extent to 
which the public actually identifies the name with the plaintiff’s product or business.91 
  
*114 In addition to considering the above general factors, most courts place a strong emphasis on whether the trade dress was 
intentionally copied. Most circuits follow the view that a presumption or inference of secondary meaning arises if intentional 
copying of the trade dress is established.92 The presumption is based upon the reasoning that the competitor intentionally 
copied the trade dress of the senior user in order to capitalize on the senior user’s secondary meaning.93 In other words, the 
presumption or inference of secondary meaning assumes that the only logical reason for intentionally copying the trade dress 
of a competitor is to capitalize on the senior user’s secondary meaning. Not all circuits have agreed with this reasoning. Two 
circuits have held that evidence of intentional copying is a probative indication of secondary meaning, but that such evidence 
alone does not establish secondary meaning.94 
  

4. “Secondary Meaning in the Making” Doctrine-- 

Under the “secondary meaning in the making” doctrine, a party who is making efforts to develop secondary meaning in its 
claimed trademark, but who has not yet succeeded, is protected against competitors who knowingly create a similar mark 
with the intent of appropriating the mark or capitalizing on its popularity.95 The secondary meaning in the making doctrine 
has received little recognition outside a few decisions from the Southern District of New York.96 Every circuit, including the 
Second Circuit, that has had the opportunity to consider the validity of the doctrine has rejected it.97 
  

*115 C. Nonfunctionality 

Nonfunctionality, along with distinctiveness, determines whether a particular trade dress is entitled to protection.98 If the trade 
dress has acquired the requisite level of distinctiveness and is nonfunctional, then the trade dress is entitled to protection. The 
absence of either distinctiveness or nonfunctionality causes the trade dress to be ineligible for protection, because consumers, 
as a matter of law, do not associate the trade dress with a particular source.99 
  

1. What is Functionality?-- 

Functional features of a product are those that “competitors would find necessary to incorporate into their products in order to 
be able to effectively compete.”100 In other words, functional features are features “which constitute the actual benefit that the 
consumer wishes to purchase, as distinguished from an assurance that a particular entity made, sponsored, or endorsed a 



 

 

product.”101 Functionality does not mean that the trade dress performs a particular function.102 The relevant inquiry is whether 
the features of the product which constitute the trade dress are essential to the use or purpose of the product or affect the cost 
or quality of the product.103 If so, the features are functional. In more definite terms, a design is functional if the particular 
design affords benefits to the person marketing the goods or services, apart from any benefits attributable to the design’s 
significance as an indication of source, that are important to effective competition by others and that are unavailable through 
the use of alternative designs.104 
  
The Seventh Circuit has provided a descriptive illustration of the functionality doctrine by contrasting the oval shape of a 
football with an automobile hood ornament.105 To illustrate functionality, consider the oval shape of a football. The oval shape 
of a football is clearly a functional feature, because it is essential to the use or purpose of the football and could not be 
replaced by an alternative design. The manufacturer of an oval shaped football could not claim the oval shape as protected 
trade dress feature, because competitors would not be able to effectively compete by selling round, oblong or hexagonal 
footballs. To illustrate nonfunctionality, consider an automobile hood ornament of the Greek god Mercury. Since the 
Mercury hood ornament is not essential for the use or *116 purpose of an automobile and could easily be replaced by an 
alternative design, it is clearly nonfunctional.106 
  
In the context of trade dress, functionality limits the protection of a certain features so that competitors can effectively 
compete to produce the same product. The doctrine of functionality involves a balancing of competing policy interests 
between the protection of trademark rights and free competition.107 When properly applied, the functionality doctrine allows 
the owner of a particular trade dress to protect those distinctive product features that are not necessary to the use or purpose 
of the product, but rather serve to identify the manufacturer of the product. On the other hand, the functionality doctrine 
prevents the owner of a particular trade dress from monopolizing a product simply by monopolizing those features that are 
necessary for the use or purpose of the product.108 
  

2. Functionality for Trade Dress Features -- Continuum of Functionality-- 

As with all trade dress analysis, determination of the functionality of a particular trade dress focuses in on the aggregate of 
features, not the individual features.109 In other words, the issue is whether the overall trade dress is functional, not whether 
certain features which comprise that trade dress are functional.110 
  
The functionality of a particular trade dress is a question of fact,111 while the correct legal standard to apply to determine 
functionality is a question of law.112 To assist the trier of fact, some courts have established a number of factors for 
determining whether certain trade dress is functional. The Ninth Circuit recognized two important factors as “the availability 
of alternative designs[,] and whether a particular design results from a comparatively simple or cheap method of 
manufacture.”113 The Second Circuit recognized the following list of nonexclusive factors: (1) the degree of functionality of 
similar features; (2) the degree of similarity between the nonfunctional features of the competing products; and (3) the 
feasibility of alternative arrangements of functional features that would not impair the utility of the product.114 As noted by 
Judge Newman in Stormy Clime Ltd. v. Progroup, Inc.,115 *117 the above factors can be placed on a continuum. At the 
functionality end of the continuum, “unique arrangements of purely functional features constitute a functional design.”116 At 
the opposite “ornamental” end of the continuum, “distinctive and arbitrary arrangements of predominantly ornamental 
features that do not hinder potential competitors from entering the same market with differently dressed versions of the 
product are non-functional. . . . ”117 When the trade dress falls at either end of the continuum, the factual determination of 
functionality is relatively simple. Difficulty arises when the features that comprise the trade dress do not conveniently fall at 
one end of the continuum, but rather fall somewhere in the middle.118 For example, some of the features may be functional, 
while other features are clearly nonfunctional, or the ornamental features may actually hinder potential competitors from 
entering the same market.119 
  

3. Criteria for Establishing Nonfunctionality-- 

a. Principal Inquiry: Ability to Effectively Compete.-- 

The principal inquiry in determining the functionality of a particular trade dress is how protection of the trade dress would 
affect competition.120 If protection of the trade dress would hinder competition or prevent others from effectively competing, 
then the trade dress is functional and not entitled to protection under section 43(a).121 From this broad premise, functionality 
can be more narrowly defined by the following concepts: (1) utilitarian functionality test; and (2) aesthetic functionality test. 
  



 

 

b. Utilitarian Functionality Test.-- 

The primary method for determining the functionality of a trademark or trade dress is the utilitarian functionality test. Under 
the utilitarian functionality test, a design or feature is functional if it is “superior or optimal in terms of engineering, economy 
of manufacture, or accommodation of utilitarian function or performance.”122 In practical terms, a design or feature is 
functional under the utilitarian concept if the design or feature gives its manufacturer a cost advantage in production, 
shipping, marketing, or any other similar expense.123 
  
The utilitarian functionality test focuses on whether consumers chose the design because the design identifies the source of 
the product or whether consumers chose the design because the design has certain advantages related to the utility of the 
product.124 The utilitarian functionality draws a distinction *118 between the value of a feature for the utility or function of 
the product and the value of the feature as a method of identifying or distinguishing the product. Consider the following 
simple illustration: 

Products X and Y each have distinctive combination of features arranged in an arbitrary design which 
constitute the individual trade dress of each product. If consumers prefer product X over product Y 
because the trade dress of product X make product X easier to carry or easier to use, then the trade dress 
is functional and not entitled to protection. The trade dress would also be functional if the trade dress of 
product X allows the manufacturer of product X to produce product X at a lower cost. However, if 
consumers prefer product X because the trade dress of product X indicates superior quality or prestige, 
then the trade dress is nonfunctional and may not be copied. 

  
  
The contemporary definition of functionality used by the courts indicates a utilitarian view of functionality.125 For example, 
the Supreme Court’s frequently cited definition of functionality follows the utilitarian concept. In dicta, the Supreme Court 
defined functionality as the following: “In general terms, a product feature is functional if it is essential to the use or purpose 
of the article or if it affects the cost or quality of the article.”126 The standard for functionality under the Supreme Court 
definition implies a utilitarian view in that the standard bases functionality on a feature’s importance to the product’s function 
or utility. The Supreme Court’s definition merely restates the utilitarian view that the focus for determining functionality 
should be on the utility of the feature to the product and the effect of the feature on the cost of the product. 
  

c. Aesthetic Functionality Test.-- 

The aesthetic functionality test denies Lanham Act section 43(a) protection to those product features that are purely 
ornamental, but that are essential to effective competition.127 In other words, features that are strictly ornamental will be 
functional and not entitled to protection if protection of the features would hinder competition or prevent others from 
effectively competing. 
  
The concept of aesthetic functionality is not a new attribute to the law of unfair competition. The concept of aesthetic 
functionality, even though it was not referred to as aesthetic functionality, developed through a number of cases around the 
turn of the century.128 Despite these early origins, the modern standard for aesthetic functionality originated with the 1952 
case of Pagliero v. Wallace China Co.129 In Pagliero, the Ninth Circuit found that the aesthetic design features of hotel china 
were functional and *119 not entitled to protection, because protection of such features would prevent others from effectively 
competing.130 Under the Pagliero definition of functionality, a product feature is functional and not entitled to trademark 
protection if it is “an important ingredient in the commercial success of the product.”131 
  
The expansive definition of functionality by the Pagliero court has been frequently criticized by commentators132 and has 
been either rejected or narrowed by most courts.133 The primary criticism of the “important ingredient” standard is that it 
would almost always permit a second comer to imitate the trade dress of a successful product.134 A successful product that has 
accumulated a certain level of goodwill would generally attribute at least a portion of its commercial success to its trade 
dress. The trade dress may in fact be the reason why the product is successful. The end result of the important ingredient 
standard is that it provides a disincentive to product manufacturers because as the trade dress becomes more appealing and 
successful, it would receive less trademark protection.135 
  
Even though the important ingredient standard is too broad, the aesthetic functionality concept serves a legitimate purpose 
within the functionality doctrine. Traditional notions of functionality are based upon the utilitarian concept that a feature is 
functional if is necessary to the use or purpose of the product. By definition, aesthetic features merely ornament a product. 
Consequently, a strict utilitarian definition of functionality excludes the aesthetic features because ornamentation is not 
considered necessary to the use or purpose of the product. The legitimate purpose that the aesthetic functionality concept 



 

 

serves is that it prevents the protection of certain features which would not technically fit within the utilitarian definition, but 
which would still be necessary to effectively compete in the same product market. The need for aesthetic functionality 
becomes apparent when a product manufacturer seeks trade dress protection for aesthetic features which are essential to the 
use or purpose of the product or when protection of aesthetic features would prevent competitors from effectively competing. 
A perfect example of the need for aesthetic functionality is hotel china. Under a strict utilitarian definition, the aesthetic 
design pattern on the china would be nonfunctional and entitled to protection. Since the design on the china plays an essential 
role in a consumer’s selection of china, allowing the manufacturer to protect a particularly popular design would drastically 
hinder competition and prevent other competitors from effectively competing. Aesthetic functionality prevents protection of 
the necessary aesthetic features in order to promote the traditional functionality interest in free competition. 
  
The courts have recognized the importance of the aesthetic functionality concept and attempted to replace the overinclusive 
“important ingredient” standard with more practical alternatives.136 The most clearly defined and well reasoned test for 
determining aesthetic functionality comes from the Second Circuit.137 The Second Circuit rejected Pagliero and adopted the 
view of the preliminary Restatement (Third) of the Law for Unfair Competition.138 Under the Restatement’s view, if 
protection of an *120 ornamental feature would significantly hinder competition by limiting the range of adequate alternative 
designs, then the aesthetic functionality doctrine denies protection of the ornamental feature.139 The Restatement’s test 
requires that specific evidence indicate that similarly attractive “overall” aesthetic designs are unavailable to competing 
manufacturers.140 As noted by the Second Circuit, the Restatement’s rule “avoids the overbreadth of Pagliero by requiring a 
finding of foreclosure of alternatives while still ensuring that trademark protection does not exclude competitors from 
substantial markets.”141 The Fifth Circuit followed a similar rationale by requiring that a finding of nonfunctionality means 
that a wide array of choices remain available to prospective competitors.142 
  
In considering aesthetic functionality, the Third and Sixth Circuits have adopted different approaches based on the 
ornamental feature’s relationship to the utilitarian function of the product and the feature’s importance as an indication of 
source.143 Under the Third Circuit view, a particular design is nonfunctional and entitled to protection if the design “is not 
significantly related to the utilitarian function of the product, but is merely arbitrary.”144 Under the Sixth Circuit’s view, 
ornamental features are entitled to protection if the features are used as an identification of source and the features are not 
significantly related to the product’s utilitarian function.145 Even the circuit that established the Pagliero important ingredient 
standard, the Ninth Circuit, has limited, if not rejected, that standard.146 The Ninth Circuit follows a rationale similar to that of 
the Third and Sixth Circuits by focusing on the utilitarian functionality of the trade dress and on whether the aesthetic feature 
act as an indication of source.147 
  

4. Burden of Proof on Functionality-- 

One area of confusion that has arisen in the application of the functionality doctrine is whether the plaintiff has the burden of 
proving nonfunctionality as part of the prima facie case or whether the defendant has the burden of proving functionality as a 
defense.148 In the First, Third, Fifth, Ninth, Eleventh Circuits, the proponent of a claim of trade dress infringement must prove 
that the trade dress *121 is nonfunctional.149 In the Second, Seventh, and Tenth Circuits, functionality is a defense to a trade 
dress infringement claim.150 
  

5. Relationship Between Functionality Doctrine and Patent Law-- 

The Second Circuit provided the following warning to courts in their application of section 43(a): “Courts must proceed with 
caution in assessing claims to unregistered trademark protection in the design of products so as not to undermine the 
objectives of the patent laws.”151 The caution that the Second Circuit referred to is administered by means of the functionality 
doctrine. The functionality doctrine ensures that section 43(a) does not undermine the objectives of patent law. By granting 
limited periods of protection to novel, non-obvious, and useful inventions and new, original, and ornamental designs, the 
patent law fosters progress in science and the useful arts.152 For the period of the patent, the patent holder reaps the rewards of 
his invention or design and society is rewarded by new and useful products. When the patent expires -- seventeen years for 
invention patents,153 and fourteen years for design patents,154 -- the patent falls within the public domain and society receives a 
valuable, novel idea. If section 43(a) protected functional trade dress, then these valuable ideas, which have only limited 
protection under patent law, would never reach the public domain and the owner of the idea would have monopoly of an 
unlimited duration.155 The functionality doctrine prevents the indefinite protection under section 43(a) of those features which 
should receive only limited protection under the patent law.156 
  

IV. Has Infringement of the Trade Dress Occurred? 



 

 

A. What is Likelihood of Confusion? 

Once the findings of distinctiveness and nonfunctionality establish that the trade dress is entitled to protection, the inquiry 
shifts to whether the trade dress has been infringed.157 “Likelihood of confusion” is the basic test to determine whether 
infringement has occurred. 
  
*122 When originally enacted, section 43(a) included no express reference to the “likelihood of confusion” standard.158 To 
account for the judicial developments in section 43(a), the Trademark Law Revision Act of 1988 modified section 43(a) to 
include an expansive likelihood of confusion standard. After the effective date of the Trademark Law Revision Act of 1988, a 
likelihood of confusion exists if the infringing trademark or trade dress is likely to cause confusion, or to cause mistake, or to 
deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or 
approval of his or her goods, services, or commercial activities by another person, . . .159 
  

B. Confusion Among Whom? 

Section 43(a) does not expressly state in whom the likelihood of confusion must exist.160 As a general rule, the courts consider 
whether a likelihood exists that “an appreciable number of ordinarily prudent purchasers” of the products in question will be 
misled or confused.161 However, section 43(a) does not always require that the likelihood of confusion be among the 
consuming public or potential customers of a manufacturer or business. The Fourth Circuit has found that a trade dress 
infringement action could be based on a likelihood of confusion among the general public, as opposed to typical purchasers, 
if the “public confusion will adversely affect the plaintiff’s ability to control his reputation among laborers, lenders, investors, 
or other group [sic] with whom the plaintiff interacts.”162 The Second and Sixth Circuits have also extended the likelihood of 
confusion to the general public based on an adverse impact on the senior user’s reputation.163 
  

C. Reverse Confusion 

In the typical trade dress infringement case, likelihood of confusion occurs when there is a misimpression that the senior user 
is the source or sponsor of the junior user’s product or business.164 This is called ordinary confusion. Reverse confusion 
occurs when the misimpression is that the junior user is the source or sponsor of the senior user’s goods or business.165 In a 
reverse confusion case, successful marketing or advertising by the junior user causes consumers to mistakenly assume that 
the senior user is a second comer or infringer. The difference between the two types of confusion lies in the reputation or 
goodwill established by the parties. In an ordinary confusion case, the senior user generally has established a certain 
reputation or goodwill. In a reverse confusion case, the senior user generally *123 has not established as strong a reputation 
or goodwill as the junior user, thus, allowing for a likelihood of confusion as to who is the senior user.166 
  
Prior to 1988, a question existed as to whether reverse confusion is actionable under section 43(a).167 In 1988, in Banff, Ltd. v. 
Federated Dept. Stores, Inc.,168 the Second Circuit explicitly held that reverse confusion is actionable under section 43(a) of 
the Lanham Act.169 The Banff court noted that “[t]he objectives of that Act -- to protect an owner’s interest in its trademark by 
keeping the public free from confusion as to the source of goods and ensuring fair competition -- are as important in a case of 
reverse confusion as in typical trademark infringement.”170 The First Circuit has taken a different approach. The First Circuit 
has recognized that reverse confusion is actionable under section 43(a) as long as the confusion involves a misimpression as 
to the source or sponsorship of the senior user’s product.171 The First Circuit refused to recognize reverse confusion when the 
injury to the senior user is merely the public’s perception that the senior user is an infringer, or pirate.172 
  

D. Indicia of Confusion -- The Likelihood of Confusion Factors 

The majority of circuits determine likelihood of confusion by means of a balancing test, in which several factors indicating a 
likelihood of confusion are evaluated with no one factor being determinative.173 The factors used by most courts originate 
from two sources: the Second Circuit’s opinion in Polaroid Corporation v. Polarad Electronics Corp.,174 and section 729 of 
the Restatement of Torts. 
  
In Polaroid, Judge Friendly listed the following eight factors, which are viewed by most courts and commentators as the key 
considerations in determining whether a likelihood of confusion exists: (1) the strength of the mark; (2) the degree of 
similarity between the two marks; (3) the proximity of the products; (4) the likelihood that the senior user of the mark will 
bridge the gap; (5) evidence of actual confusion; (6) the junior user’s bad faith intent in adopting the mark; (7) the quality of 
the junior user’s product; and (8) the sophistication of the relevant consumer group.175 
  



 

 

*124 The second source of likelihood of confusion factors, which Judge Friendly cited as authority for the Polaroid factors, 
is section 729 of the Restatement of Torts.176 The factors listed in section 729 are not the exact same factors listed by the 
Polaroid court, but both sets of factors involve many of the same considerations. Section 729 provides the following list of 
factors for determining likelihood of confusion: 
(a) the degree of similarity between the designation and the trade-mark or trade name in 
(i) appearance; 
  
(ii) pronunciation of the words used; 
  
(iii) verbal translation of the pictures or designs involved; 
  
(iv) suggestion; 
  
  
(b) the intent of the actor in adopting the designation; 
  
(c) the relation in use and manner of marketing between the goods or services marketed by the actor and those marketed by 
the other; 
  
(d) the degree of care likely to be exercised by purchasers.177 
  
  
The likelihood of confusion factors relevant for determining whether a likelihood of confusion exists between two trade 
dresses are “essentially the same” factors as those used for determining whether a likelihood of confusion exists between two 
trademarks.178 Not all circuits use exactly the same combination of factors, and the designations given to each factor 
frequently differ among the circuits. However, the likelihood of confusion factors, referred to as “digits” of confusion by 
some courts,179 listed by the Polaroid court and the factors listed in section 729 of the Restatement of Torts are the essential 
considerations used by all circuits in assessing whether a likelihood of confusion exists.180 However, neither source represents 
an exclusive list of all factors indicating a likelihood of confusion.181 
  
Application of the likelihood of confusion factors involves a weighted balancing conditioned upon the facts of the 
infringement suit.182 In theory, no one factor can conclusively establish a likelihood of confusion, nor can any one factor 
determine the outcome of the case without proper analysis of the other factors.183 Certain factors may be extremely probative 
under one set of facts but have relatively little weight under another set of facts.184 Consequently, each factor should be 
independently analyzed and then balanced against the other factors. 
  

*125 1. Strength of the Trade Dress-- 

The strength of a trademark or trade dress is “its tendency to identify the goods sold as emanating from a particular source, 
even when the source is unknown to the consumer.”185 Therefore, an important factor for determining the strength of a trade 
dress is the level of distinctiveness in which the trade dress fits.186 For example, descriptive trade dress would presumably be 
a weaker indication of source than arbitrary trade dress. However, the level of distinctiveness of the trade dress is not 
controlling.187 Certain trade dress may be categorized at a high level of distinctiveness but may nonetheless be a weak 
indication of source.188 
  
As a general rule, the strength of the trade dress determines the scope of its protection. As the trade dress becomes stronger, it 
receives more protection.189 This rule is based on the premise that as the trade dress becomes weaker, it is less likely that 
consumers will view the trade dress as an indication of source.190 
  

2. Degree of Similarity-- 

The degree of similarity, also referred to as similarity of design, involves simply a visual, side-by-side comparison of the two 
trade dresses.191 The degree of similarity factor has been described as “really nothing more than a subjective eyeball test.”192 
As with all trade dress analysis, the comparison should focus on a combination of all the features which comprise the trade 
dress, rather than similarities in individual features.193 Thus, the degree of similarity is not measured by how many features 
are similar but by whether the two trade dresses “create the same general overall impression.”194 
  
In determining the degree of similarity, the central issue is whether the similarity between the two trade dresses is likely to 



 

 

cause confusion as to the source of the product.195 Consequently, an important consideration in assessing similarity is the 
existence and prominence of markings on the junior user’s product. Prominently displayed markings or trade names may 
adequately distinguish the junior trade dress from the senior trade dress and dispel any consumer confusion as to origin, 
sponsorship or approval of the junior user’s product. For example, in the case Bristol-Myers Squibb Co. v. McNeil-P.P.C., 
Inc.,196 the Second Circuit found that the prominently displayed trade name “Tylenol” on an over-the- *126 counter pain 
reliever outweighed all evidence that the trade dress of the “Tylenol” pain reliever might be confused with a competing pain 
reliever.197 
  
A related consideration to the degree of similarity factor is whether consumers have the ability to compare the two products 
side-by-side. If consumers do not have the ability to make a side-by-side comparison at the time of purchase, then the 
consumers are more likely to be confused as to the source of the products. As noted by the Fifth Circuit, “the inability [of 
consumers] to compare the products side by side and observe the precise differences in appearance may increase the 
likelihood of confusion.”198 For example, competing products may not be sold by the same store. Since consumers do not 
have the opportunity to make a visual comparison of the two products at the time of purchase, similarities in the products 
may lead consumers to confuse the two products. 
  

3. Proximity of the Products-- 

The proximity of the products factor considers whether the two products compete with each other.199 Under this factor, the 
likelihood of confusion increases to the extent that the products “serve the same purpose, fall within the same general class, 
or are used together.”200 Consequently, the courts frequently consider “whether the products differ in content, geographic 
distribution, market position, and audience appeal.”201 
  
In determining the proximity of the products, the inquiry is whether “it is likely that consumers mistakenly will assume either 
that [the junior user’s goods] somehow are associated with [the senior user] or are made by [the senior user].”202 The 
proximity of the products factor assumes that consumers understand that two separate products exist but may be confused, 
because of similarities between the two types of products, as to who manufactures the products.203 
  

4. Likelihood that the Senior User Will Bridge the Gap-- 

Likelihood that the senior user will “bridge the gap” refers to whether the senior user is likely to enter the market in which 
the junior user is operating.204 If it is likely that the senior user will move into the market in which the junior user is operating 
or if the junior and senior user already operate in the same consumer market, then there is an even greater likelihood of 
confusion.205 The bridge the gap *127 factor seeks to protect “the senior user’s interest in being able to enter a related field at 
some future time.”206 If the products are competitive, “there is no gap to be bridged.”207 
  

5. Evidence of Actual Confusion-- 

Although evidence of actual confusion is not necessary to prove a likelihood of confusion,208 the courts have placed particular 
emphasis on the existence of actual confusion. An absence of evidence of actual confusion has been referred to as “patently 
the best evidence of [a] likelihood of confusion.”209 
  
Actual confusion can be measured by either individual instances of consumer confusion or survey evidence of consumer 
confusion.210 Under either method, the number of occurrences of actual confusion necessary to establish the actual confusion 
factor is not an absolute number, but rather is based on the totality of the circumstances in each individual case.211 For 
example, two instances of actual confusion were enough to establish actual confusion in one case;212 but nineteen instances of 
actual confusion did not amount to actual confusion in another case.213 
  
One factor that may influence the importance of the actual confusion factor and the number of instances of actual confusion 
needed to prove actual confusion is the price of the product. If the product is relatively inexpensive or an item normally 
purchased on impulse, a lack of actual confusion may not be of great importance in the balancing of factors.214 Similarly, 
actual confusion for inexpensive or impulse purchases may be established through a relatively low number of instances of 
actual confusion.215 These rules are based on the premise that customers of relatively inexpensive, low involvement purchases 
might not discover that they had been confused; and, if they did discover any confusion as to the source or sponsorship of the 
product, they would probably not spend the time to report the confusion.216 Consequently, a lack of actual confusion 
concerning inexpensive, low involvement purchases may not be indicative of a likelihood of confusion; however, the 
presence of actual confusion in such purchases may indicate a substantial likelihood of confusion. 



 

 

  

6. Junior User’s Intent In Adopting Its Trade Dress-- 

As noted by the Second Circuit, “[e]vidence of intentional copying by a junior user may be indicative of an intent to create a 
confusing similarity between the products.”217 The intent factor considers whether the junior user sought to cash in on the 
senior user’s goodwill or reputation. 
  
*128 Most courts find that the junior user’s bad faith intent alone creates a rebuttable inference of a likelihood of confusion.218 
In more specific terms, if the junior user adopted the trade dress with the intent of deriving benefit from the reputation or 
goodwill of the senior user, most courts find that an inference arises that a likelihood of confusion exists. The rationale for 
creating the inference of confusion is that if the junior user intentionally sought to “cash in” on the senior user’s reputation, 
then junior user should bear the burden of proving that the trade dresses are not confusingly similar.219 
  
A prior business or contractual relationship, such as a licensing or distributorship agreement, may provide strong evidence of 
the junior user’s bad faith intent to derive benefit from the senior user’s reputation.220 However, a prior business or contractual 
relationship is not necessary to prove the junior user’s bad faith intent. Several courts have found that the mere fact that the 
junior user intentionally chose product features which closely resemble the features of an established manufacturer or 
business may alone be sufficient to establish the junior user’s bad faith intent.221 
  

7. Quality of the Junior User’s Product-- 

The lack of any substantial difference in quality between products with confusingly similar trade dress supports the inference 
that the products originated from the same source.222 In other words, similarities in quality increase the likelihood of 
confusion between identical products with similar trade dress.223 However, the products do not have to be of similar quality 
for this factor to be weighed in favor of the senior user. If the junior user’s product is of inferior quality, the senior user’s 
reputation may be damaged if consumers think that the products came from the same source. Therefore, the quality of the 
junior user’s product may weigh in favor of the senior user if the junior user’s product is of inferior quality.224 
  
This original Polaroid factor is generally given little weight by the courts and has been merged by many circuits into other 
likelihood of confusion factors.225 
  

8. Sophistication of the Relevant Consumer Market-- 

As a general rule, the more sophisticated the average consumer of the product is, the less likely the consumer will be 
confused as to the source or sponsorship of the product.226 The sophistication of the consumer factor can be analyzed in terms 
of what degree of investigation or involvement the average consumer of the product puts forth for the purchase of the 
product. The more involved the purchase, the *129 less likely it is that consumers will be confused concerning similarities in 
the trade dresses. For example, the purchase of an over-the-counter pain reliever, a relatively “low involvement” purchase, 
involves a greater probability of consumer confusion227 than the purchase of multi-million dollar construction services, a 
relatively “high involvement” purchase.228 
  
In the balancing of the Polaroid factors, the sophistication of the average consumer may be given extraordinary weight. A 
highly sophisticated consumer market may even preclude a finding of a likelihood of confusion even though other factors 
clearly indicate a likelihood of confusion.229 
  

9. Channels of Distribution and Marketing-- 

If the junior user’s and senior user’s products are distributed or marketed through the same channels, a greater likelihood of 
confusion exists.230 The channels of distribution and marketing factor is actually a combination of two factors: (1) whether the 
products are distributed through the same retail outlets or to the same purchasers; and (2) whether the products are marketed 
through the same channels or through similar advertising.231 
  
As noted by both the Fifth and Eleventh Circuits, “[d]issimilarities between the retail outlets for and the predominant 
customers of plaintiff’s and defendant’s goods lessen the possibility of confusion, mistake, or deception.”232 In other words, if 
the senior user and junior user sell their products from the same retail outlets to the same purchasers, there is a greater 
likelihood of confusion.233 Similarly, if the products are marketed through the same advertising media or through similar 



 

 

advertising campaigns, a greater likelihood of confusion exists.234 
  
Channels of distribution and marketing is not one of the original Polaroid factors, but it has been adopted by many courts as 
a replacement for other less descriptive factors.235 
  

E. The Second-Comer Doctrine 

The second-comer doctrine imposes section 43(a) liability on those “second comers” who, in bad faith, deliberately attempt 
to exploit the reputation and goodwill established by the senior user of a distinctive mark.236 The effect of the second-comer 
doctrine is to impose a duty on the second comer “to so name and dress his product as to avoid all likelihood of consumers 
confusing it with the product of the first comer.”237 
  
*130 The second-comer doctrine has not been extended far beyond a few opinions from the Second Circuit and its continued 
viability has even been questioned by the Second Circuit.238 Many courts simply consider the principles of the second-comer 
doctrine under the intent factor, because the second-comer doctrine is essentially just an emphasis on the strength of the mark 
and junior user’s bad faith intent.239 Despite the fact that the viability of the second-comer doctrine is questionable, the 
Second Circuit has unequivocally maintained that the second-comer doctrine would impose section 43(a) liability in one 
particular situation: if the second comer falsely represented its goods as those of the trademark owner.240 
  

F. Standard of Review 

A split of authority exists between the circuits on the standard of review for findings on likelihood of conclusion.241 Some 
circuits consider a finding on likelihood of confusion to be a factual finding, which can be reversed only if clearly 
erroneous.242 Other circuits use a two-level standard of review where the district court’s determination of the individual 
Polaroid factors are reviewed as findings of fact, subject to reversal only if clearly erroneous, while the balancing of the 
factors and the ultimate determination on likelihood of confusion is a conclusion of law, subject to a de novo review.243 Under 
the two-level standard of review, the findings on each individual likelihood of confusion factor are foundational facts, while 
the ultimate determination on the likelihood of confusion is a legal conclusion.244 
  

V. Conclusion 

Analysis of a trade dress infringement claim under section 43(a) of the Lanham Act is a complex and in-depth procedure for 
which this article only scratches the surface. In this article, I have attempted to provide the practitioner with the basic legal 
framework to answer the following two questions: (1) Is the trade dress entitled to protection? (2) Has infringement of that 
trade dress occurred? 
  
The answers to the above two questions are provided by the elements of a section 43(a) claim: distinctiveness, 
nonfunctionality and likelihood of confusion. The protection question is answered by determining whether the trade dress has 
acquired the requisite level of distinctiveness and by determining whether the trade dress is nonfunctional. The infringement 
question is answered by determining whether a likelihood of confusion exists between the senior user’s trade dress and the 
junior user’s trade dress. 
  
Once the elements of a section 43(a) claim are satisfied, the end result is a protectable interest in the “image” of your product 
or business. 
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