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I. Introduction

For many men that stumble at the threshold
Are well foretold that danger lurks within.

William Shakespeare, The Third Part of King Henry the Sixth, act 4, sc. 7.

TABULAR OR GRAPHIC MATERIAL SET FORTH AT THIS POINT IS NOT DISPLAYABLE
U.S. Patent No. 480, “Machine for Threshing and Winnowing Grain” to Moses Davenport of Phillips, Maine, Fig. 1 (Nov.
23, 1837).
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*136 In the wake of Bilski v. Kappos,' an internecine battle is brewing within the Federal Circuit Court of Appeals over what
to do about 35 U.S.C. § 101 (Section 101), the statutory provision that defines which inventions are eligible to be patented,
and which are not.> That battle is only going to heat up as the Federal Circuit wrestles with the Supreme Court’s latest
statement on patentable subject matter; the unanimous opinion authored by Justice Breyer in Mayo Collaborative Services v.
Prometheus Laboratories, Inc.,’ an opinion that united the often-fragmented Court, but threatens to further divide the Federal
Circuit.



In one camp, the self-proclaimed pragmatists suggest that Section 101 should be treated like a wealthy, but disreputable,
relative, only consulted in direst need.* We call this position the “functional view” because it sees Section 101 as a tool for
testing the validity of the claims of individual patents, a tool that should be evaluated or ignored solely based on its (in)ability
to perform that function.

In the other camp are those who insist that, as a matter of law and logic, Section 101 poses “an ‘antecedent question’ that
must be addressed before [[the Federal Circuit] can consider whether particular claims are invalid as obvious or anticipated.”
If Section 101 is a true “threshold test,” they argue, then a court has no choice but to apply Section 101 before considering
any other potential weaknesses within a claimed invention.” We refer to this view as the “jurisdictional view” because it sees
Section 101 as the doctrine that maps the boundaries of the patent laws (and consequently also maps the boundaries of the
Federal Circuit’s patent law jurisdiction).

Recent cases suggest that the Federal Circuit is primed for a post-Bilski, post-Mayo, Section 101 dispute. But a funny thing
happens on the way to the Federal Circuit: patent infringement actions pass through federal district courts. At least some of
those district courts appear to see Section 101 not as a jurisprudential *137 “morass,” but as the straightest line to a final
judgment. In this article, we lay out the terms and the stakes of the debate between the functional and jurisdictional views
articulated in the Federal Circuit’s post-Bilski case law. We then consider what light district court decisions applying Section
101 at an early stage of litigation can shed on the respective merits of those views by asking how the decisions were reached;
what their fate was (or may be) on appeal; what influence they may have on district court practice in patent cases; and, most
importantly, what they tell us about the proper role of Section 101 in patent litigation. We conclude by casting our lot with
the jurisdictionalists.

II. We Need to Have a Talk About Section 101

In a 2001 lecture, then Judge and now Chief Judge, Randall R. Rader of the Federal Circuit called his court “a unique
institution, one of the most unique judicial bodies in the entire world.” “It is,” the judge continued, “the only institution of its
kind where the development and enforcement of one critical body of international commercial law is committed to a small
group of judicial officers.” One consequence of this special status, Judge Rader concluded, was that “[the] range and the
pace of [[the Federal Circuit’s] common law is accelerated.”® As Judge Rader noted, the limited subject matter jurisdiction of
the Federal Circuit entails that it will decide more cases more quickly in its limited areas of jurisdiction than its sister courts
will decide in any one subject area within their general jurisdiction." Thus, not only does the Federal Circuit have to keep
pace with the high speed of technological development, it must also keep pace with the higher speed of legal developments in
the defined areas it oversees.” The rapid pace at which the court renders decisions in the limited areas of law within its
exclusive jurisdiction also increases the speed at which “intra-circuit conflicts” arise.” And, because no other judicial circuit
can decide such cases, “intra-circuit conflicts” within the Federal Circuit on patent law issues are the equivalent of circuit
splits between two or more of the other Circuit Courts of Appeals in other fields of federal law."

Only two years after the Supreme Court’s opinion in Bilski, such an intra-circuit split has arisen once again over the
interpretation and application of *138 Section 101?a split with potentially far-reaching implications for litigants, judges,
patent lawyers, and litigators. This split of opinion and authority not only underscores competing visions of the rule of
Section 101 in the scheme of the patent laws, but also highlights competing visions of the state of United States patent law
and what the Federal Circuit is and should be. The stakes, in a word, are high.

The Supreme Court’s Bilski opinion is more notable for what it did not do than what it did. In affirming the ineligibility of a
patent that, from the outset, few believed would survive, the Court rejected the Federal Circuit’s machine-or-transformation
test by holding that, although it offered “a useful and important clue” and “an investigative tool,” neither that test nor any
other was the one true test of patent eligibility.”” The Court also rejected a bright-line rule against business method patents."
Instead of offering or sanctioning such potentially useful guidance, or, as the Court put it, “adopting categorical rules that
might have wide-ranging and unforeseen impacts, the Court resolve[d]”” Bilski on what the Court characterized as the
narrower ground “that petitioners’ claims are not patentable processes because they are attempts to patent abstract ideas.”*
Some business methods may be patentable so long as they are not too abstract, but there is no single test of abstractness.

In sum, the Supreme Court drove the Federal Circuit to abstraction. Under controlling Supreme Court authority, three areas
of activity have been ruled outside the bounds of Section 101: “‘laws of nature, physical phenomena, and abstract ideas.””"



While some “manageable” standards may arguably have been worked out for the first two, the concept of abstractness has
remained elusive.”” What, then, is a court charged with exclusive jurisdiction over the patent laws to do with the provision of
law that defines what may and may not be patented?

A. The Functional View

One possible response is to ask, what good is Section 101? What does it do? What do we need it to do? And does it do what
we need it to? These are the functional questions that animate the functional view expressed most forcefully by Judge Plager.
If the Federal Circuit’s efforts to characterize patent eligibility are really no more than questions of taste “reminiscent of the
oenologists trying to *139 describe a new wine,” then prudence and good sense suggest that Section 101 is best left alone if
at all possible. That is the functionalist proposal: the courts should exercise their authority to manage litigation to privilege
the other validity defenses (anticipation, obviousness, indefiniteness, written description, etc.) and insist that litigants present
those defenses first.”” “If that were done in the typical patent case, litigation over the question of validity of the patent would
be concluded under these provisions, and it would be unnecessary to enter the murky morass that is § 101 jurisprudence.””
Only in cases of absolute necessity would a district court or the Federal Circuit venture onto the uncertain ground of Section
101.

The functionalist analogizes Section 101 to the United States Constitution, and urges that the Federal Circuit adopt and
impose a patent analogue to the “doctrine of avoidance,” which dictates that courts should avoid constitutional questions in
favor of other grounds for decision whenever possible.” “Following the Supreme Court’s lead, courts should avoid reaching
for interpretations of broad provisions, such as § 101, when more specific statutes, such as §§ 102, 103, and 112, can decide
the case.”” Crouch and Merges point to some empirical evidence to support the view that other invalidity doctrines can do
the job of Section 101. They argue that two studies, one performed by Lemley, Cotropia, and Sampat, and one performed by
Crouch and Merges themselves, demonstrate that the majority of patent claims that were rejected by examiners in the United
States Patent and Trademark Office (‘“Patent Office”) on the ground of subject matter eligibility were also rejected on one or
more of the other grounds Judge Plager cites.” Crouch and Merges note that Bilski itself likely would have fallen into this
category as the general concept of hedging risk “was likely obvious at the time of the invention.””

To recapitulate the functional view, it begins with the premise that Section 101 presents an intractable problem of giving
definition to the concept of abstractness. That problem can be readily avoided by doing precisely that, avoiding Section 101
under the patent law equivalent of the constitutional doctrine of avoidance. If, in the majority of cases, invalid patents can be
invalidated on other, narrower grounds, then the judiciary can by and large avoid wading into a jurisprudential morass. There
may be rare cases in which “it is clear and convincing beyond peradventure” that a patent claim is “over the line” of
abstractness that can be caught by the “coarse filter” of Section 101.** Such an approach would have the further benefit of
discouraging litigants from treating *140 Section 101 as a “toss-in for every defendant’s response to a patent infringement
suit, particularly in business method litigation.”” By avoiding the problem of Section 101, the court might thereby also make
(or encourage) the problem to go away as litigants discovered its fruitlessness.

Before describing what we call the jurisdictional view, let us pause for a moment to consider certain assumptions inherent in
the functional view. First, the functional view assumes that Section 101 is but one of many equivalent tools for evaluating the
validity of individual patents or patent claims. Its value, like the value of Sections 102, 103, and 112, is predicated on its
ability to perform the task of winnowing invalid claims. By that measure, it is a poor tool that should be rarely used. It offers
high risks?lack of clarity, indeterminacy of outcomes?and low rewards because other doctrines are likely to reach the same
end more efficiently. Second, the functional view assumes that the problem of invalid patents is a micro-problem, that is, a
problem with individual patents and their individual claims, not larger subclasses or classes of patents or claims. While the
functionalist acknowledges that the issue of abstractness is “particularly problematic . . . when applied to business method
patents,”* he or she does not view business method or software patents per se as any more problematic than other classes of
patents. Third, the functional view implicitly takes the role of the Federal Circuit to be neither more nor less than the
traditional role of common law appellate courts: to decide individual cases. Section 101 serves the court only if it serves the
case. Fourth, the functional view, although flexible as to which validity doctrine will decide a case, necessarily imposes a
certain rigidity in case management on the district courts, a rigidity presently embodied in the local patent rules of such
district courts as the Northern District of California or the Eastern District of Texas. That is, each patent case must proceed
through discovery to claim construction, followed by summary judgment practice where invalidity issues such as anticipation
and obviousness may be addressed, followed by trial if necessary. By their nature, the doctrines of anticipation and
obviousness, for example, require the direct comparison of individual or small groups of prior art references with individual



patent claims. That work can rarely be accomplished before the court has defined the claims in claim construction after an
exchange of infringement and invalidity positions and related discovery.

B. The Jurisdictional View

The contrast between the functional view and the jurisdictional view could hardly be sharper. (Indeed, it is a great credit to
the exponents of both views that they have expressed their divergent views with such clarity so that it takes no great effort to
see the contours of the dispute.) Where proponents of the functional view see Section 101 as a clumsy tool for weeding out
bad patents, advocates of the *141 jurisdictional view see Section 101 as the only barricade against invasive species that
periodically threaten to overwhelm the patent ecosystem.

The jurisdictional view takes seriously the Supreme Court’s admonition in Bilski that Section 101 is a “threshold test” of
patents, a view shared by the majority and concurring opinions.” “The issue of whether a claimed method meets the subject
matter eligibility requirements contained in [[Section 101] is an ‘antecedent question’ that must be addressed before this
court can consider whether particular claims are invalid as obvious or anticipated.” Under this view, the Federal Circuit has
a duty to consider whether a patent is directed to patentable subject matter first. Indeed, Judge Mayer’s dissent in MySpace
advocates a strong conception of this duty because he insists on resolving a Section 101 issue that was not raised by the
parties below.”

It should now be evident why we call this the jurisdictional view of Section 101. If the functional view analogizes Section
101 to the federal constitution for purposes of proposing a patent law doctrine of avoidance, the opposing view can be
analogized to federal subject matter jurisdiction jurisprudence, under which a court “must assess whether [it] may exercise
subject matter jurisdiction” before reaching the merits of the case “even if [[it must] make that assessment on a sua sponte
basis.”* On the jurisdictional view, Section 101, like subject matter jurisdiction, is a prerequisite that must be satisfied before
the court may address the merits or demerits of particular patent claims under other, narrower invalidity doctrines.

Against the functional view, the jurisdictionalist sees subject matter eligibility as a doctrine that is different in kind from
anticipation, obviousness, and the other invalidity defenses found in Sections 102, 103, and 112. While those doctrines assess
the validity of a claim against specific prior art references or standards of adequacy of the specification, Section 101 asks the
Court to police the boundaries of what can and cannot be patented, a different enterprise with a different set of aims. If the
former sections tell us whether a patentee played the game by the rules, the latter section tells us whether he or she was
playing the game at all. Under this view, it is no surprise that Section 101 is less well-suited to testing the adequacy of
individual claims because it is not designed to perform that function. The jurisdictionalist insists that it makes no sense to
invalidate a patent claim as anticipated by a specific prior art reference if the law does not recognize the “invention” claimed
as something that could ever be eligible for patent protection. On this view, the waste of judicial time occurs when courts
treat claims to ineligible *142 subject matter as if they were legitimate claims, and pore over the details of the prior art to
(in)validate them.

From the jurisdictionalist’s vantage point Section 101 targets systemic problems. As Judge Mayer put the point, “[t]he
methods disclosed in Bilski’s application and in the GraphOn patents are not unpatentable because they lack any practical
utility. To the contrary, they fall outside the ambit of Section 101 because they are too useful and too widely applied to
possibly form the basis of any patentable invention.”* The problem with abstract claims is not that they claim something
insubstantial, but rather that they claim so much substance as to preempt entire fields of scientific or technological endeavor.
An applicant should not be granted monopoly rights “over a basic concept or fundamental principle without a concomitant
contribution to the existing body of scientific and technological knowledge.”* When a rash of applications and patents seek
to do just that?as with “[m]any software and business method patents [that] simply describe a basic, well-known concept that
has been implemented or applied using conventional computer technology”*’?the solution cannot just be to weed them out
claim by claim, patent by patent, as anticipated, obvious, lacking written description, or the like, but must be to establish
precedent categorically denying the validity of such overbroad equations as “basic concept + computer = patent.”*

The Supreme Court’s recent Mayo opinion suggests support for the jurisdictional view on the high court, at least in the
context of patents claiming inventions tied to “laws of nature” (as opposed to “abstract ideas”).” In Mayo, Justice Breyer
envisions a spectrum of potential inventions tied to laws of nature that might be claimed in a patent.* On the patent-ineligible
end of the spectrum, one finds patents that “simply recite a law of nature and then add the instruction ‘apply the law.”’*' The
patent-in-suit in Mayo fails the Section 101 test because the Court concludes that it falls on this end of the spectrum.” Before



concluding the opinion, however, Justice Breyer addresses the Government’s amicus curiae argument in favor of the
functional view of Section 101, and rejects it, writing that the functional approach “would make the ‘law of nature’ exception
to § 101 patentability a dead letter.”* While the Section 101 analysis may overlap with the *143 analysis under other sections
of the patent laws setting out validity requirements, “that need not always be so. And to shift the patent-eligibility inquiry
entirely to these later sections risks creating significantly greater legal uncertainty, while assuming that those sections can do
work that they are not equipped to do.”* The job of Section 101?here, determining whether the patented invention simply
recites a law of nature and tells practitioners to apply it?is not duplicative of the work of Sections 102, 103, and 112.* “These
considerations lead us,” Justice Breyer concludes, “to decline the Government’s invitation to substitute §§ 102, 103, and 112
inquiries for the better established inquiry under § 101.”* The question remains open what influence Mayo will have on the
treatment of the patent eligibility of inventions challenged as directed to “abstract ideas,” a subject on which there appears to
be less potential for agreement than “laws of nature.”’

As we did with the functional view, let us now identify (or revisit) the assumptions inherent in the jurisdictional view. First,
as discussed, the jurisdictional view considers Section 101 to set forth a doctrine that is different in kind and broader in
application than Sections 102, 103, or 112, a doctrine aimed at identifying categories of ineligible subject matter, not just
individually invalid claims. Second, the committed supporter of the jurisdictional view believes that there has been (and can
in the future be) a proliferation of broad categories of bad patents that cannot be adequately (or efficiently) dealt with on a
claim-by-claim, case-by-case basis.* Third, the jurisdictional view implies a vision of the Federal Circuit, in its unique role as
an appellate court with limited subject matter jurisdiction but nationwide reach, as necessarily implicated in policy-making in
the patent arena to an extent that none of its sister circuits is or could be. Fourth, the jurisdictional view, although rigid in its
requirement that Section 101 eligibility be tested first, embraces a more flexible, and potentially more efficient, approach to
case management at the trial court level because the Section 101 issue can at times be framed and decided early in the case
before significant time and effort has gone into discovery or claim construction. Indeed, in one potential test case for this
approach, a district court granted a pre-answer motion to dismiss a complaint on Bilski grounds.* It is to this case, and others
at the district court level, that we now *144 turn our attention with an eye to testing the assumptions underlying the
functional and jurisdictional views of Section 101.

II1. The Starting Gate

One practical test of the value of a threshold test is whether it can, in fact, be applied at the threshold of litigation. Although
the existing sample is not large, we consider cases in which the Bilski issue was addressed early in the proceedings, on a
motion to dismiss or on an early motion for summary judgment prior to claim construction. In Ultramercial, defendant
WildTangent filed a motion to dismiss on grounds that the patent-in-suit did not cover patentable subject matter. Despite the
early stage of the litigation, the district court agreed, concluding that the applicable patent did not satisfy the machine or
transformation test and disclosed an abstract idea: “At the core of the ‘545 patent is the basic idea that one can use
advertisement as an exchange or currency. . . . This core principle, similar to the core of the Bilski patent, is an abstract
idea.”® Noteworthy for purposes of this article, in granting the motion, the Court rejected the plaintiff’s argument that the
issue should not be decided before claim construction:

While the Court (and the parties) consulted the claims and the specification, there is no need to formally

construe any of the claims. The patent terms are clear, and Plaintiff has not brought to the Court’s

attention any reasonable construction that would bring the patent within patentable subject matter.

Moreover, given the lack of clarity in this area of patent law, it is perhaps even more appropriate for this

Court to render its decision at the earliest stage so that the parties may benefit from the Federal Circuit’s

guidance on the issue sooner rather than later, if they so desire.”!

Ultramercial took up the Court’s invitation to seek the guidance of the Federal Circuit, which reversed and remanded on the
grounds that the claimed invention was a “process” falling within Section 101 patent-eligible subject matter (in other words,
not an abstract idea, but a practical application of that abstract idea), and was not “so manifestly abstract as to override the
statutory language.”” However, in so doing, the Federal Circuit noted that it had “never set forth a bright line rule requiring
district courts to construe claims before determining subject matter eligibility.”” Rather, “because eligibility is a ‘coarse’
gauge of the suitability of broad subject matter categories for patent protection, . . . claim construction may not always be
necessary for a § 101 analysis.”*

With the door left open for early consideration of Section 101 claims, other district courts have followed the path left open in



Ultramercial. In granting summary judgment in *145 Bancorp Services, LLC v. Sun Life Assurance Co. of Canada™ on
grounds that the asserted claims flunked the Bilski test, the Court faced the “preliminary issue” that the motion may be
“premature” before the completion of claim construction.* Citing Ultramercial, the Court declined to table consideration of
the Section 101 arguments until after claim construction noting that there “is no requirement that claims construction be
completed before examining patentability.””

Even when the patent passes initial muster, Section 101 provides an option for early consideration of validity, whether
through a judgment on the pleadings,® or through an early consideration of claim terms and an accelerated summary
judgment briefing schedule.” In other instances, defendants have adopted the plaintiff’s preferred claim constructions for
purposes of a summary judgment motion on Bilski grounds in order to forestall the argument that the motion is premature.®

“On many occasions, however, a definition of the invention via claim construction can clarify the basic character of the
subject matter of the invention. Thus, claim meaning may clarify the actual subject matter at stake in the invention and can
enlighten, or even answer, questions about subject matter abstractness.”” A number of courts have reserved judgment on
patent eligibility unless and until discovery and claim construction shed some light on the proceedings.” While *146 these
cases express a preference for structuring patent litigation in a traditional way?e.g., infringement contentions and invalidity
contentions and/or discovery relating to infringement and invalidity, claim construction, then summary judgment?they do not
demonstrate a principled opposition to early case resolution of the Section 101 issue, simply an opposition to resolution of the
Section 101 issue so early in those particular cases on the records before those courts.” These cases notwithstanding, a fair
number of courts have found early case resolution of the Section 101 issue to be not only permissible, but practicable.

That was the conclusion reached by the district court in an early case order granting summary judgment of invalidity in
Digitech Information Systems, Inc. v. BMW Financial Services NA, LLC,* issued after (and considering) Ultramercial,
DealerTrack, and MySpace. In that case, decided before claim construction, the district court rejected the plaintiff’s argument
that claim construction was a necessary precursor to an invalidity analysis.” The court was equally dismissive of the
plaintiff’s assertion that it needed discovery and expert testimony on the issue presented by the defendant’s summary
judgment motion: whether the recited “computer” satisfied the machine-or-transformation test of patent eligibility.® The
court refused to put off the Section 101 analysis in light of MySpace, concluding that courts are not required to address other
invalidity arguments before considering Section 101 issues, especially in the absence of summary judgment motions raising
them.” On the merits, the court concluded that, as in DealerTrack, the addition of a computer to the recited claims did not
save them from invalidity.® The court held them ineligible for patent protection because the claims failed the
machine-or-transformation test and claimed an abstract idea (mathematical formulas) which, if granted patent protection,
would “preempt the use of the formulas in all fields.”*

*147 These cases call into question the functionalist claim that “pragmatic considerations” favor the functional view.” As the
foregoing cases attest, in at least some cases Section 101 questions can be asked and answered early in litigation before the
parties and the court have invested considerable resources?how considerable will be discussed momentarily? in discovery,
claim construction, and summary judgment practice. In such cases, a rule deferring decision on the Section 101 issue until
after all other validity avenues have been explored would impose unnecessary costs on litigants, lawyers, and district courts.

In addition, the functional view, on its own terms, appears to lead to the result that the Section 101 analysis is more likely to
be performed in cases where it is least likely to matter. The patent laws already embody the assumption that patents are valid,
and thus courts must honor that assumption.” Assuming for the moment that the functionalist is right that invalidity is
generally overdetermined?meaning that an invalid claim is likely to be invalid under more than one doctrine of validity?a
district court following the functional approach will not reach Section 101 issues in cases in which the disputed claims are
invalid as those claims will be picked off by the other applicable validity doctrines. That means courts will reach Section 101
questions only in cases in which the disputed claims are found valid under the doctrines of anticipation, obviousness, written
description, and indefiniteness because those are the cases in which the Section 101 issues will remain alive for decision. If
Section 101 gets applied only to patents that survive the gauntlet of the other doctrines, then Section 101 truly will be a “dead
letter,” applicable only in cases in which it is virtually guaranteed to have no (significant) effect.”

A. Weeding Out the Weak

Why care whether there is a route to short-circuit the usual, prescribed, meandering path of patent litigation through
discovery to claim construction, summary judgment, and trial? Patent litigation is notoriously expensive. According to the



American Intellectual Property Law Association, in 2007, when over $1 million was at stake, the average cost of defending a
patent lawsuit was over $2.5 million.” In the field of e-commerce alone, one estimate pegs the cost of defending against
e-commerce related patent infringement in 2011 at $1.9 billion.”* *148 With so much at stake, taking a license for a few
hundred thousand dollars may seem a more appealing business decision than defending the case to the bitter end, even if the
patent is highly suspect.”

Indeed, in granting the motion to dismiss in Glory Licensing, the Court noted in a footnote that the patents-in-suit were part
of the Eon-Net family, commenting on Eon-Net’s past litigation history elsewhere?including imposition of Rule 11 sanctions
for filing “baseless” claims and bringing a suit for the “improper purpose of inducing a cheap settlement to avoid litigation
expense.””

While the Washington court’s holding in Eon-Net does not weigh on this Court’s analysis of [defendant’s] motion, this Court
is cognizant that the arguments Glory advances on appeal would seem to suggest that any website offering an online
shopping experience would infringe the Glory Patents. Additionally, Glory’s counsel noted at oral argument that his clients
have settled six or seven dozen cases alleging infringement of the three Glory Patents.”

The Federal Circuit has struggled, with limited guidance from the Supreme Court, to mark the bounds of patentable subject
matter. But the recent decision in Mayo seems to reaffirm the need to treat Section 101 as a meaningful, threshold inquiry. As
noted previously, while the United States argued that the “law of nature” exception to Section 101’s patentable subject matter
sphere should be narrowly construed?with other statutory provisions such as Section 102 (novelty), Section 103
(obviousness), and Section 112 (written description) performing a more vigorous secondary screening function?the Court
disagreed:

We recognize that, in evaluating the significance of additional steps, the § 101 patent-eligibility inquiry

and, say, the § 102 novelty inquiry might sometimes overlap. But that need not always be so. And to shift

the patent eligibility inquiry entirely to these later sections risks creating significantly greater legal

uncertainty, while assuming that those sections can do work that they are not equipped to do.”

The Supreme Court’s election to “decline the Government’s invitation to substitute §§ 102, 103, and 112 inquiries for the
better established inquiry under *149 § 101” suggests that the functional view championed by Judge Plager may not find the
supporters it needs at the Supreme Court, if and when the Supreme Court takes up the cudgels of the Bilski debate.”

The opportunity to do so may arise soon. As discussed previously, one of the arguments that the jurisdictionalists raise for
treating Section 101 as a true threshold inquiry is that a problematic class of patents may require stronger medicine than those
remedies designed to deal with the odd patent or claim, such as those offered by Sections 102, 103, and 112. One such area is
the field of software and business method patents, where patents crop up that apply a computer to a basic idea and seek the
Patent Office’s approval.*

WildTangent’s petition to the Supreme Court in Ultramercial has the potential to put the question of what to do with such a
class of problematic patents squarely before the Supreme Court. (Whether the Supreme Court takes up the invitation again so
soon after Bilski--and now Mayo--is open to question). Framing the question for review as “[w]hether, or in what
circumstances, a patent’s general and indeterminate references to ‘over the Internet’ or at ‘an Internet website’ are sufficient
to transform an unpatentable abstract idea into a patentable process for purposes of 35 U.S.C. § 101,”*" WildTangent focuses
on the perhaps discrete, but increasingly problematic, application of Bilski to the growing number of software and business
method patents, which are increasingly likely to be litigated.*

WildTangent’s argument is that Ultramercial seeks exclusivity not on the software or computer programming steps necessary
to restrict access to content over the Internet, but rather on the basic concept of trading access to content based on
advertisement viewing on “an Internet website.”® By allowing this patent to *150 pass Section 101 muster, so reasons
WildTangent, the Federal Circuit essentially let the phrase “on the Internet” transform an abstract idea to a practical,
patentable, invention.* Put in language used by the Supreme Court, WildTangent argues that reciting an abstract idea and
claiming its use “on the Internet” would make patent eligibility “depend simply on the draftsman’s art.”*® “On the Internet,”
on this view, become the magic words known to the patent lawyer that render a patent-ineligible abstract idea patentable.®

In urging review, WildTangent emphasizes that the importance of the question is twofold, “given the function served by §
101 and the role of the Internet in our economy.”* “One of the most important areas where the § 101 question has frequently
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arisen is patents that refer to the use of the Internet or a general purpose computer necessary to access the Internet.
Critically, as WildTangent notes and the previous discussion indicates, “commentators have already recognized that the
Federal Circuit’s post-Bilski case law with respect to computer-related processes is in disarray and internally conflicted.”®

It is possible, even likely, that the Court may simply remand Ultramercial for further consideration in light of the Mayo
decision, a result envisioned by WildTangent.” That was the Court’s approach to the case challenging the patentability of
DNA sequences.” However the Ultramercial case plays out, the stakes it highlights in the present debate in the Federal
Circuit emphasize one key underpinning of the jurisdictionalist view: potentially-problematic software patents cost this
country billions.” In that light, clarity as to the bounds of Section 101 *151 jurisprudence becomes necessary not to nip the
occasional outlying patent in the bud, but to prune the garden of the weeds that threaten to overtake it.”> Whether or not one
agrees with the positions taken by WildTangent and its amici, the legal question they pose is one that can only be
meaningfully addressed under Section 101, not Sections 102, 103, or 112. The question is one of patent eligibility; it was
raised in an early case motion to dismiss; and it is now ripe for consideration by the Supreme Court. Whether that
consideration results in high court review, dismissal of the petition for certiorari, or some other outcome such as a remand for
reconsideration in light of Mayo, the Ultramerical case offers a vehicle for deciding a difficult question of wide import,
which could not have been posed at this time and in this way (or perhaps ever) under the functional view of Section 101.

IV. Conclusion

If the Federal Circuit faces the fork in the road between the functional and jurisdictional path, which should it choose? Of the
two, we believe the jurisdictional view is the sounder approach.

First, we believe that Section 101 has a critical?and different?role to play in the scheme of the federal patent laws. Justice
Breyer articulated that role in the Mayo opinion. The patent laws impose a duty on the judiciary to protect future art as well
as prior art. Patents that claim nothing more than a law of nature or an abstract idea, however novel, risk the “danger that the
grant of patents that tie up their use will inhibit future innovation premised upon them.” The other tools of
validity?anticipation, obviousness, written description, or indefiniteness?do not address this concern because they were not
intended to.

Second, we believe that the role of Section 101 is vital in addressing the proliferation of subclasses of patents that share this
defect, but may not share any of the defects covered by the other doctrines of validity. It does little (or significantly less)
good to eliminate such patents one by one on the narrowest possible grounds. As patents compound the cost of doing
business and the cost of patent litigation continues to rise above the value of many patented inventions, the difficult work of
defining the scope of patent eligibility becomes increasingly vital. Whether that scope is conceived more or less broadly,
inventors, patent examiners, litigants, lawyers, and district judges need ongoing guidance on how to conceive those *152
boundaries so that they may value their patents, evaluate patent applications, make business decisions regarding licensing,
advise their clients on whether to sue or settle, and decide cases.

Third, and relatedly, we agree with Chief Judge Rader that the Federal Circuit’s unique bailiwick as the single appellate court
charged with interpreting the patent laws offers the court special challenges and special opportunities in shaping patent law.
Because the court’s rapidly evolving jurisprudence is matched by the rapid evolution of technology?and because the Federal
Circuit has no peer courts that might reach contrary conclusions on key questions of patent law?we believe the court should
take up the challenge of policing the boundaries of its domain, however difficult, rather than passing on that challenge as
often as possible. As between the constitutional and jurisdictional analogies, we believe the jurisdictional analogy has the
superior claim to accuracy. Section 101 asks the Federal Circuit to determine the breadth and width of the patent playing field
by instructing the Patent Office and the district courts on what characteristics make a (proposed) claim eligible or ineligible
for patent protection.

Fourth, and finally, we do not believe the available evidence supports the conclusion that the functional view is the more
practical view. The post-Bilski district court case law applying Section 101 at early stages of patent cases suggests that early
case consideration of Section 101 can produce dispositive results without the need for the court and the parties to spend their
time and money unnecessarily on extensive discovery, claim construction, and summary judgment practice. Such results
serve the interests of justice and efficiency, and suggest that Section 101 need not present the feared “morass” at the district
court level. If a district court has the opportunity to invalidate a bad patent on Section 101 grounds through early case motion
practice?an opportunity less likely to be available for other grounds that require comparison of the patent claims and specific



prior art, for example?the functional view would categorically deny the district court that opportunity. The district courts
would be left to apply Section 101 only in those cases in which they had already found the patent valid under Sections 102,
103, and 112, creating extra work for the court precisely where such extra work would do the least good.

In closing, we note that events may prove the functional and jurisdictional positions to have more common ground than their
competing articulations would lead one to believe. Judge Plager, after arguing for a strong functional approach,
acknowledges:

[[]n certain technology fields, and particularly when laws of nature or physical phenomena are the issue, efficiency may
dictate applying the coarse filter of § 101 first to address legitimate questions of patent eligibility. Even when the patent
invokes the abstractness issue, such as in a business method patent, if it is clear and convincing beyond peradventure? that is,
under virtually any meaning *153 of “abstract”--that the claim at issue is well over the line, then a case could be made for
initially addressing the § 101 issue in the infringement context.”

A similar accommodation might be made on the jurisdictional side for cases in which it was obvious that the Section 101
question did in fact require stepping into the “morass” Judge Plager describes as the norm.

It is the district courts in the first instance that face the question whether and when to take up the Section 101 issue in the
course of litigation, and it may turn out that as they work their way through patent cases, they will find that Section 101
offers a greater or lesser opportunity to reach an early case resolution on the merits. As they do so, it is our view that they
should not be hamstrung by a strong functional approach dictated by the Federal Circuit that would prohibit them from
considering the Section 101 issue until they had first dealt with other invalidity arguments. To do so, we believe, would be
both bad and inefficient policy. Section 101 has a vital role yet to play in patent examination and litigation?and the judicial
review of decisions made in both of those contexts? a role of high legal and practical significance.
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