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I. Introduction 

A strange title? Strange indeed! What could such seemingly diverse matters as tamales1 and carburetors imply for computer 
software? Amazing as it may seem, there may be implications. Tamale sales2 and carburetor tune-ups3 were just some of the 
subjects reviewed in recent court *10 decisions involving the legal doctrine of trade dress.4 The decisions indicate that the 
applicability of the trade dress legal doctrine is widespread and includes the computer software trade.5 
  

II. What is “Trade Dress?” 

Trade dress has been defined as the overall image and commercial impression of products or services.6 Characteristics of 
products and services which have a trade dress can include color, size, shape, position, and design, as well as other visual 
characteristics.7 In addition, non-visual characteristics have been the subject of trade dress in certain instances.8 
  
*11 An examination of currently available computer software indicates that software may be designed with significant 
variations in visual and other aspects.9 For example, WindowsTM software provides a menu-driven operating system that 
presents user selections in the form of icons contained within layered picture-frame formats.10 The Lotus 1-2-3® software 



 

 

provides a spreadsheet system presenting to the user a horizontal index along the top of a monitor and a vertical index along 
the left-hand side of the monitor, within which characters and mathematical formulas may be input and read at desired 
locations.11 Other available software utilizes even more varied operation and presentation to users.12 Given the possible 
variation in appearance and “feel” characteristics of computer software, can software be considered as having protectable 
trade dress? 
  
The recent court decisions do not directly hold that computer software may be protected trade dress.13 Nonetheless, they can 
be applied to support the proposition that a variety of characteristics of software can be considered protectable trade dress. 
  

III. Requirements for Protectable Trade Dress 

The requirements which must be met for a finding of protectable trade dress are relatively uniform throughout the Circuits.14 
The Fifth Circuit, however, is one of the few Circuits that has received U.S. Supreme Court endorsement of a statement of its 
requirements.15 In Taco Cabana Int’l, Inc. v. Two Pesos, Inc., the court held that trade dress qualifies for protection if it is not 
wholly functional and is either distinctive or has acquired secondary meaning.16 
  
*12 Taco Cabana involved two competing Mexican food restaurant chains, Taco Cabana and Two Pesos.17 Taco Cabana was 
the first of the two restaurant chains to enter the “upscale Mexican fast-food market.” Each Taco Cabana chain restaurant 
maintained substantially similar color schemes, menus, and layouts.18 Two Pesos later entered the same market and employed 
substantially identical color schemes, menus, and layouts in its restaurants.19 Taco Cabana sued Two Pesos, claiming that 
Two Pesos’ copying of its restaurant’s color schemes, menus, and layouts amounted to infringement of the Taco Cabana 
trade dress.20 
  
In considering whether Taco Cabana restaurants were protected trade dress, the Fifth Circuit analyzed the requirements of 
non-functionality, distinctiveness, and secondary meaning.21 These requirements are hereinafter discussed and then applied to 
computer software. 
  

A. Non-Functionality 

The law is clear that if trade dress is wholly functional, then that dress is not protected trade dress.22 However, a design that 
merely assists in a product’s or configuration’s utility is not wholly functional and may be protected.23 In determining 
whether dress is wholly functional, a significant consideration is the issue of whether protecting the dress will “hinder 
competition or impinge upon the rights of others to compete effectively in the sale of goods.”24 
  

*13 B. Distinctiveness 

In addition to being non-functional, dress must be distinctive in order to qualify for protection.25 It has been stated that “[i]f . . 
. dress serves as a symbol of origin it is considered distinctive and protectable.”26 Further, some courts have ruled that “[a] 
distinctive trade dress that is neither descriptive nor functional is ipso facto inherently distinctive.”27 Other courts have not 
necessarily been so decisive.28 In any event, “inherently distinctive” trade dress, that is, trade dress that is arbitrary or fanciful 
as those terms are used in the trademark context, is always protectable.29 
  

C. Secondary Meaning 

Secondary meaning is an association in a consumer’s mind of a particular trade dress with a provider of products or services 
having that dress.30 Although secondary meaning has been identified as a requirement for protectable trade dress, the U.S. 
Supreme Court has concluded that “trade dress which is inherently distinctive is protectable . . . without a showing that it has 
acquired secondary meaning.”31 Even when it is necessary to show secondary meaning to prove protectable trade dress, the 
burden of proof is not hard to meet. Typically, secondary meaning of a trade dress can be shown by the copyrighting of the 
trade dress; a competitor’s copying of the trade dress; advertising employing the trade dress; and length, consistency, and 
extent of use of the trade dress.32 
  

*14 IV. Status of Trade Dress Doctrine in Application to Computer Software 

A. The Computer Care Case 



 

 

The three requirements of non-functionality, distinctiveness, and secondary meaning have been applied in analyzing trade 
dress in a case related to computer software and its generated output.33 Computer Care involved letter reports generated by a 
particular computer software. In the case, the U.S. Court of Appeals for the Seventh Circuit upheld a trade dress infringement 
claim regarding the computer-generated letters.34 
  
In Computer Care, the plaintiff and the defendant were engaged in the business of sending computer-generated automobile 
service “reminder letters” on behalf of car dealers and repair garages.35 The reminder letters served to notify car owners when 
their cars were due for service. The plaintiff was first in time to provide the service to consumers.36 The defendant followed 
the plaintiff into the market, primarily by utilizing computer-generated letters and advertising materials substantially similar 
to those used by the plaintiff.37 The defendant’s materials had substantially the same appearance, organization, and substance 
as those of the plaintiff.38 
  
In its analysis of the trade dress infringement claims, the Seventh Circuit first identified the dress components of the 
plaintiff’s and the defendant’s computer-generated letters and other materials.39 The court observed both the details of the 
computer-generated letters, including information contained in the letters and the placement of that information on the page, 
and the letters as a whole, including the layout and general appearance of the documents.40 Having identified the components 
of dress of the plaintiff’s computer-generated letters, the court turned its attention to consideration of whether the letters 
satisfied the requirements for protectable trade dress.41 
  
In considering the requirements of non-functionality, distinctiveness, and secondary meaning, the Seventh Circuit determined 
that all three were met by the plaintiff’s computer-generated letters.42 As for non-functionality, the court observed that, 
though some elements of the plaintiff’s dress were functional because competitors would find it necessary to incorporate the 
elements to compete, the particular combination of the elements and the overall arrangement were non-functional because 
competitors would not have to incorporate the particular combination and *15 arrangement.43 In considering the 
distinctiveness requirement, the court again considered particular components of the plaintiff’s dress and then focused on the 
combination of all the components.44 With respect to the particular components, the court found some to be generic or 
descriptive, but found a greater number to be arbitrary, and with respect to the combination, found it to be “largely arbitrary, 
and therefore inherently distinctive.”45 Based on Taco Cabana, the Seventh Circuit determined that a showing of secondary 
meaning was not necessary because the overall trade dress was inherently distinctive.46 Because all three requirements were 
satisfied by the plaintiff’s computer-generated letters, the court concluded that the letters were protectable by trade dress.47 
  
Having reached that conclusion, the Seventh Circuit then compared the computer-generated letters of the plaintiff and the 
defendant to determine whether the similarity of the defendant’s trade dress to that of the plaintiff created a “likelihood of 
confusion” on the part of consumers.48 The court observed that the lower court found that the defendant’s and the plaintiff’s 
letters were virtually identical, almost to the point that “any suggestion. . . that [the defendant] had developed its materials 
independently, rather than by copying them from [the plaintiff] virtually lock, stock and barrel, [was] rejected as 
incredible.”49 The court approvingly adopted the district court’s determination that there existed a likelihood of confusion 
because such a determination is a finding of fact reversible only if clearly erroneous.50 The defendant had argued that, 
notwithstanding the close similarity between the parties’ trade dresses, there was no evidence of confusion, customers of the 
parties were “sophisticated,” and marketing was done in such a fashion that during a sales pitch the particular vendor’s name 
was repeatedly disclosed.51 However, the court did not find those arguments persuasive to show that the lower court’s 
decision was clearly erroneous, and it affirmed the lower court’s finding that the defendant committed trade dress 
infringement.52 
  

B. The Engineering Dynamics Case 

Following the Computer Care appellate decision, the Fifth Circuit law of trade dress of computer software was tested in 
Engineering Dynamics, Inc. v. Structural Software, Inc.53 In that case,54 the U.S. Court of Appeals for the Fifth Circuit was 
presented with the issue of whether a structural analysis computer program could comprise a trade dress infringed by a 
competitor’s *16 program that had a similar input and output interface.55 In the court’s published opinion written by Circuit 
Judge Edith H. Jones and joined by Circuit Judges Sam D. Johnson and E. Grady Jolly, the court concluded that there was no 
trade dress infringement because the district court held that “there was little likelihood of confusion among the relevant users 
of the computer programs at issue.”56 
  
Though the Fifth Circuit ruled in that manner in this particular case, the Engineering Dynamics panel’s position with respect 
to the feasibility and likelihood of successful computer software trade dress claims in future cases may be predicted from the 
opinion. It is notable, for example, that the Fifth Circuit’s decision turned upon the fact that “there was little likelihood of 
confusion.”57 The court reiterated the Taco Cabana standard for trade dress infringement analysis as follows: 

In this circuit, there are two elements of a trade dress infringement claim. First, the trade dress of a 



 

 

product may be protected as an unregistered trademark if it is nonfunctional, distinctive, and has acquired 
a secondary meaning. Second, a finding of infringement requires a consideration of the likelihood of 
confusion.58 

  
  
Thus, in the Fifth Circuit, consideration of “likelihood of confusion” need only be undertaken once the first consideration of 
whether “the trade dress of [the] product may be protected” indicates a protected trade dress.59 By finding no infringement 
due to a lack of likelihood of confusion, it appears that the court found that the computer software input and output formats at 
issue had protected trade dress, but then concluded that the second step was not satisfied by the factual scenario presented.60 
  
The conclusion drawn from the Engineering Dynamics case is appropriate, particularly given the arguments made by the 
claimant-appellant in its briefs on appeal there.61 In those briefs, the trade dress claimant-appellant argued that the district 
court’s decision regarding the trade dress issues in Engineering Dynamics appeared to confuse the steps of the analysis 
prescribed by the Fifth Circuit.62 The claimant-appellant argued that the district court erred in its analysis of the trade dress 
issue because the district court “based its conclusion that ‘protectable trade dress does not reside in the input protocols, output 
reports, manuals, or look and feel of [a computer program]’ on a determination that there was a lack of likelihood of 
confusion,” and that “conclusion, based on that determination, does not comply with the [two step] trade dress infringement 
analysis” of the *17 Fifth Circuit.63 The claimant-appellant’s brief argued that likelihood of confusion was not a consideration 
in the determination of whether a dress was protectable, but was instead a consideration only in determining whether a 
protected dress is infringed, under the second step of the trade dress analysis.64 
  
In making its trade dress decision, the district court in Engineering Dynamics stated that there was little likelihood of 
confusion between the input and output formats of the two computer programs at issue because both products were targeted 
at a fairly limited and sophisticated market.65 Because of that conclusion, the district court held there was no protected trade 
dress in the software input and output formats.66 In its briefs to the Court of Appeals, the claimant-appellant stated that the 
only possible way to reconcile the district court’s decision was to conclude either (i) that the district court found that the 
computer software dress qualified for protection but that there was no infringement because of a lack of likelihood of 
confusion without expressly stating so, or (ii) that the district court misapplied the law by failing to follow the two step 
analysis of Taco Cabana.67 In its opinion, the Fifth Circuit did not state its approach in reconciling the district court’s result.68 
Instead, the Fifth Circuit stated that it would not reverse relevant findings of fact, such as the district court’s determination 
that there was little likelihood of confusion between the two programs, unless there was clear error in the lower court’s 
holding.69 The Fifth Circuit did not find such clear error and did not require the district court to explain its analysis.70 
However, based on its conclusions, it can be presumed that the Fifth Circuit, though it did not address it in its opinion, was 
itself able to reconcile the district court’s result.71 Assuming that presumption is accurate, the only logical conclusion which 
one can draw from the Fifth Circuit’s decision is that it must have found that the district court correctly followed the two step 
analysis and concluded that there was a protectable trade dress of the computer software formats but not a likelihood of 
confusion of that dress.72 
  
*18 One important qualification of the inference being drawn from the Fifth Circuit’s opinion in Engineering Dynamics is 
expressed in a footnote.73 The footnote states that “[i]t is an interesting question, unnecessary to reach here, whether computer 
input formats and output reports involving highly technical factual reports of engineering data are so inherently functional as 
not to be protectable.”74 Because the Fifth Circuit made such a statement, it seems necessary and appropriate to consider that 
question in order to reach a conclusion about computer software and trade dress protection. 
  

C. Inherent Functionality and Protectability 

Though the particular question of whether computer software input formats and output reports are so inherently functional as 
not to be protectable has not yet been addressed by any court other than the Seventh Circuit in Computer Care,75 the general 
issues of functionality and trade dress protectability have been addressed in a number of cases.76 The principle recognized in 
the Fifth Circuit and most other jurisdictions is that if a trade dress is wholly functional, then the dress is not entitled to 
protection, but a designation that “merely assists in a product or configuration’s utility” is not necessarily functional and may 
be protected.77 It has been stated that the “ultimate inquiry” in determining whether a feature is functional and not protectable 
trade dress is whether or not protection of the feature will “hinder competition or impinge upon the rights of others to 
compete effectively in the sale of goods.”78 If protection of the feature as trade dress would hinder competition or impinge 
rights to compete effectively, then the feature is probably not protected.79 
  
Whether in any particular instance a feature will be considered functional for purposes of trade dress analysis is not entirely 
straightforward.80 If the feature is necessary for the relevant product to perform its intended function, and if limiting others’ 
use of the feature would limit competition in connection with the product, the feature is likely to be considered functional, 



 

 

and  *19 trade dress protection will not be afforded.81 On the other hand, a product that has functional features may 
nevertheless be protected trade dress if the features indicate the source of the product.82 The legal concept of functionality in 
connection with trade dress analysis is not necessarily the same as the common usage concept of functionality.83 It has been 
explained, for example, that a feature of a trade dress is “functional” and thus, not protectable, if it is “one which competitors 
would have to spend money not to copy but to design around. . . . It is something costly to do without (like the hood [of a 
car]), rather than costly to have (like the statue of Mercury [on the hood of a Rolls Royce]).”84 Using another example, a 
“functional” feature is one “that competitors would find necessary to incorporate into their product in order to be able to 
compete effectively,”85 such as the oval shape of a football. 
  
The dividing line between a functional feature not entitled to trade dress protection and a feature that is non-functional and 
entitled to trade dress protection is not always a clear one.86 At the ends of the spectrum of functionality and 
non-functionality, features that are significant to the commercial success of a product are generally found to be functional, 
and features that are merely “arbitrary embellishments” employed to distinguish a product or identify its source are generally 
found to be non-functional.87 As features begin to have some of both characteristics, the line between functional and 
non-functional becomes hazy, and the courts tend to place greater emphasis on an analysis of what effect trade dress 
protection of the feature will have on competition.88 The determination will often vary according to jurisdiction and the 
particular product for which protection is claimed.89 
  
In Computer Care, for example, the Seventh Circuit was fairly liberal towards trade dress protection in its analysis of the 
functionality of the features of the computer-generated letters.90 The Seventh Circuit agreed with the district court that 
focusing only on individual elements was inappropriate because the “particular combination and arrangement” of the 
individual elements *20 could be the source of non-functionality.91 Other courts have not necessarily appeared quite so liberal 
in their views.92 
  
Because the Fifth Circuit refrained from addressing the functionality of the computer software input and output formats at 
issue in the Engineering Dynamics case,93 we have only the Computer Care case to turn to for guidance with respect to 
analyzing the functionality of computer software and its aspects, such as input and output formats.94 In this respect, however, 
it may be of importance that the Fifth Circuit expressly referred to “highly technical factual reports of engineering data” in 
formulating the question of inherent functionality of computer input formats and output reports, rather than leaving the 
inquiry open with respect to all computer software and all input and output formats thereof, generally.95 It remains to be seen 
how the Fifth Circuit will handle the functionality question in other instances of computer software trade dress claims. In any 
event, it is relatively unquestionable that trade dress protection of computer software will be claimed in greater and increasing 
frequency, and that insight alone should alert computer software developers and owners to the potential for protection of 
software trade dress and to the possibility of being subjected to those types of claims. 
  

V. Trade Dress of Computer Software 

The analysis and law of Taco Cabana, Computer Care, Engineering Dynamics and other cases96 provides a template for 
analysis of computer software for protectable trade dress. As trade dress law is applied to computer software, it becomes 
convincing that computer software can have trade dress that is protected.97 The analysis proceeds by consideration of the 
various aspects of software that are apparent to users of the software, such as its visual characteristics.98 
  
The aspects of computer software that are generally most apparent to users in connection with purchasing decisions are the 
inputs and outputs and, if applicable, sales packaging and advertising.99 The inputs and outputs generated by software can 
take a variety of forms. Most software today employs computer monitor prompts and keyboard inputs in response to those 
prompts as inputs to the software. Outputs of today’s software are generally in the form of monitor *21 displays or printed 
reports. Computer monitor prompts for input may vary in a number of respects including color, size, design, shape, and 
location. Likewise, keyboard inputs required by software can vary according to software design by character, key, 
alternatives to keyboards such as a mouse, and other variations. Because of these varied possibilities, the design of both the 
particular components of inputs and outputs and the overall arrangement of those components can be quite varied.100 It 
follows, then, that if the particular components and overall arrangement in any instance satisfy the three requirements for 
protectable trade dress, trade dress law should protect the software.101 
  
In addition to the commercial impression presented to users by the inputs and outputs of software, some software, particularly 
over-the-counter software sold to individuals for mostly personal applications, may also present consumers with certain 
commercial impressions based on packaging and advertising associated with the software.102 In this instance, the analysis of 
software trade dress for protectability will probably depend on the weight that consumers give the matters presented to 
them.103 Protectable trade dress has been found in product packaging, sales brochures, advertising, and sales techniques for a 
variety of products and services.104 When substantial similarity exists between competitors with regard to those matters, trade 



 

 

dress is often protectable.105 
  

*22 VI. Conclusion 

It appears that there is merit in the argument for trade dress protection of computer software, particularly in those cases where 
consumer impression of the software is derived from competitors’ substantially similar inputs, outputs, packaging or 
advertising. It is likely that significant legal developments will soon occur with respect to the impact of trade dress law in 
computer software development and distribution. For those interested in protecting software rights, an understanding of trade 
dress law and a close watch of the pending cases will undoubtedly prove to be beneficial. 
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